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Batpwin Co. v. Rosertson, COMMISSIONER OF PATENTS, ET AL. 
(144 S. C. Rep. 508) 


United States Supreme Court 


May 26, 1924 


AppEAL AND Error—Lack or JURISDICTION. 

A decree of the Court of Appeals for the District of Columbia, 
dismissing a bill for want of jurisdiction, is a final decree. 

Trape-Marks—CANCELLATION—APPEAL TO SUPREME CouRT. 

Where the Court of Appeals of the District of Columbia based 
dismissal of a bill for lack of jurisdiction on the construction of Trade- 
Mark Act, § 9 (Comp. St. § 9494), and Rev. St. § 4915 (Comp. St. 
§ 9460), under Judicial Code, § 250 (Comp. St. § 1227), an appeal to 
United States Supreme Court was the proper remedy, and petition 
for certiorari should be denied. 

Trapve-Marks AND Trape-Names—Unratr COMPETITION. 

Trade-Mark Act, § 9, giving an appeal from a decision of Com- 
missioner of Patents in proceedings for cancellation of registration 
of trade-mark on compliance with conditions required in case of appeal 
by applicant for patent, entitles owner to bring suit in equity after 
an adverse decision on such appeal, as is permitted in patent cases by 
Rev. St. §§ 4915, 4918. 

Trape-Marks aNnD TrapE-Names—Unrain CompetTirion—CaNcELLATION— 

Wuo Has Ricut to Appeat. 

Under Trade-Mark Act, § 9, both applicant for cancellation and 
registrant opposing it have the right to appeal from a decision of 
Commissioner of Patents to the District Court of Appeals. 

Trape-Marxs AND Trape-Names—Uwnrain Comperirion—CaNnceLLATION— 

AppeaAL—TimeE For FILino. 

A bill to restrain defendants from canceling trade-marks in ac- 
cordance with a decision of the Court of Appeals of the District of 
Columbia, filed within thirty days after an appeal to the Supreme 
Court was dismissed, held filed in time, though filed more than two 
years and two months after decision of Court of Appeals. 








Mr. Justice McReynotps dissenting. 


Appeal from the Court of Appeals of the District of Columbia. 


An order denying a motion to dismiss the bill and granting a 
preliminary injunction was reversed and remanded, with direc- 
tions to dismiss the suit, on appeal to the Court of Appeals of the 
District of Columbia. Plaintiff appeals and petitions for certiorari. 
Decree reversed, and cause remanded to Supreme Court of Dis- 
trict of Columbia for further proceedings. For earlier decisions 
in this litigation, see the following issues of the Reporter: Vol. 
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6, pp. 147, 310, 482, 535; Vol. 8, p. 238; Vol. 9, p. 116; Vol. 11, 
p. 159; Vol. 13, p. 109, including note, p. 118. 


Frederick D. McKenney, J. S. Flannery, and John E. Cross, 
all of Washington, D. C., for appellant. 
Samuel S. Watson, of New York City, for appellees. 


Mr. Chief Justice Tarr delivered the opinion of the court. 

The Baldwin Company filed its bill in the Supreme Court of 
the District of Columbia against the Commissioner of Patents, 
seeking to enjoin that officer from canceling two registrations of 
trade-marks for pianos of which the complainant claims to be the 
rightful owner. The trade-marks were one for the word “Howard,” 
accompanied by the initials “V. G. P. Co.” arranged in a monogram, 
dated March 8, 1898, and the other the word “Howard” printed 
or impressed in a particular and distinctive manner, dated October 
17, 1905. The R. S. Howard Company came into the case as an 
intervener, and filed an answer denying the right of the complain- 
ant to continue to enjoy such registrations, and resisting the in- 
junction to prevent the cancellation. The Commissioner of Patents, 
as defendant, also filed an answer denying the right of the com- 
plainant to the relief sought. The intervener also filed a motion 
to dismiss the bill for lack of jurisdiction in the court to entertain 
it. The court denied the motion to dismiss the bill and enjoined 
cancellation pending the final disposition of the cause. An appeal 
from this interlocutory order was taken under Section 7 of the Act 
of February 9, 1893, establishing the Court of Appeals for the 
District of Columbia (27 Stat. 434, c. 74). The Court of Appeals 
reversed the Supreme Court and remanded the cause, with instruc- 
tions to dismiss the bill. Appeal to this court was sought and 
allowed under Section 250 of the Judicial Code (Comp. St. § 1227), 
which provides as follows: 


“Any final judgment or decree of the Court of Appeals of the District 
of Columbia may be re-examined and affirmed, reversed, or modified by 
the Supreme Court of the United States, upon writ of error or appeal, 
in the following cases: 

“First. In cases in which the jurisdiction of the trial court is in 
issue; but when any such case is not otherwise reviewable in said Supreme 
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Court, then the question of jurisdiction alone shall be certified to said 


Supreme Court for decision. 
* * * * * * 


“Sixth. In cases in which the construction of any law of the United 
States is drawn in question by the defendant.” 


The errors assigned were the holding that the Supreme Court 
was without jurisdiction to entertain the suit, and the direction 
to dismiss the bill on that account. In addition to the appeal, the 
appellee in the Court of Appeals petitioned for a certiorari which 
is now pending. 

As the decree of the Court of Appeals directs the dismissal 
of the bill for lack of jurisdiction, it is a final decree. Shaffer v. 
Carter, 252 U. S. 37, 44, 40 Sup. Ct. 221, 64 L. Ed. 445. As the 
court based its conclusion upon the construction of Section 9 of 
the Trade-Mark Act (33 Stat. 727 [Comp. St. § 9494]), and 
Section 4915, Revised Statutes (Comp. St. § 9460), which was 
specifically drawn in question by the intervener, and necessarily 
by the defendant in his answer in denying the complainant’s right 
to relief as claimed by him in his bill under said two sections, we 
think the appeal was rightfully allowed and that the petition for 
certiorari should be denied. 

The controversy between the parties litigant has had several 
phases. In August, 1914, R. S. Howard & Co. sought to cancel 
the registration of the two trade-marks of Baldwin & Co., already 
referred to, by application to the Commissioner. The Commissioner 
refused, but upon appeal to the Court of Appeals of the District 
the decision of the Commissioner was reversed, and this was duly 
certified to the Commissioner. 48 App. D. C. 437. The Baldwin 
Company appealed to this court and filed an application for a 
certiorari as well. The appeal was dismissed and the certiorari 
denied on the ground that the certificate of the Court of Appeals 
to the Commissioner was not a final judgment, reviewable here 
upon appeal or certiorari. 256 U. S. 35, 41 Sup. Ct. 405, 65 L. 
Ed. 816. This was April 11, 1921, and on May 7, 1921, the 
Baldwin Company filed the original bill in this case in the Supreme 
Court of the District against the Commissioner of Patents, seeking 


an injunction against the canceling of the trade-marks in question. 
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By an amended bill, there was set forth the record in a suit be- 
tween R. S. Howard & Co. and Baldwin & Co. in New York, re- 
sulting in an injunction against the use of the word “Howard” 
without prefix or suffix by the R. S. Howard Company in sales of 
pianos. 233 Fed. 439; 238 Fed. 154, 151 C. C. A. 280. 

The main question we have here to consider is whether by the 
statutes applicable to procedure in settling controversies over the 
registration of trade-marks in interstate and foreign trade, a remedy 
by bill in equity to enjoin the Commissioner of Patents from can- 
celing a registered trade-mark is given to the owner of the trade- 
mark so registered. We are to find the answer in Section 9 of 
the Trade-Mark Act (33 Stat. 727, c. 592) and in Section 4915 
of the Revised Statutes. Section 9 provides as follows: 


“That if an applicant for registration of a trade-mark, or a party 
to an interference as to a trade-mark, or a party who has filed opposition 
to the registration of a trade-mark, or party to an application for the 
cancellation of the registration of a trade-mark, is dissatisfied with the 
decision of the Commissioner of Patents, he may appeal to the Court of 
Appeals of the District of Columbia, on complying with the conditions 
required in case of an appeal from the decision of the Commissioner by 
an applicant for patent, or a party to an interference as to an invention, 
and the same rules of practice and procedure shall govern in every stage 
of such proceedings, as far as the same may be applicable.” 


Section 4915, R. S., provides as follows: 


“Whenever a patent on application is refused, either by the Commis- 
sioner of Patents or by the Supreme Court of the District of Columbia 
upon appeal from the Commissioner, the applicant may have remedy by 
bill in equity; and the court having cognizance thereof, on notice to adverse 
parties and other due proceedings had, may adjudge that such applicant 
is entitled, according to law, to receive a patent for his invention, as speci- 
fied in his claim, or for any part thereof, as the facts in the case may 
appear. And such adjudication, if it be in favor of the right of the appli- 
cant, shall authorize the Commissioner to issue such patent on the applicant 
filing in the Patent Office a copy of the adjudication, and otherwise com- 
plying with the requirements of law. In all cases, where there is no 
opposing party, a copy of the bill shall be served on the Commissioner; 
and all the expenses of the proceeding shall be paid by the applicant, 
whether the final decision is in his favor or not.” ; , 


We have held that the assimilation of the practice in respect 


of the registration of trade-marks to that in securing patents as 
enjoined by Section 9 of the Trade-Mark Act makes Section 4915, 


R. S., providing for a bill in equity to compel the Commissioner 
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of Patents to issue a patent, applicable to a petition for the regis- 
tration of a trade-mark when rejected by the Commissioner. 
American Steel Foundries v. Robertson, Commissioner of Patents, 
262 U. S. 209, 43 Sup. Ct. 541, 67 L. Ed. 953 [13 T. M. Rep. 289]; 
Baldwin Company v. Howard Company, 256 U. S. 35, 39, 41 Sup. 
Ct. 405, 65 L. Ed. 816 [11 T. M. Rep. 159]; Atkins & Co. v. Moore, 
212 U. S. 285, 291, 29 Sup. Ct. 390, 53 L. Ed. 515. 

The present case presents this difference. The defeated party 
in the hearing before the Commissioner is not asking registration 
of a trade-mark, but is seeking to prevent the cancellation of 
trade-marks already registered. Section 9 provides for appeals 
to the District Court of Appeals, not only for a defeated applicant 
for registration cf a trade-mark, but also for a dissatisfied party to 
an interference as to a trade-mark, a dissatisfied party who has 
filed opposition to the registration of a trade-mark and a dissatis- 
fied party to an application for the cancellation of the registration 
of a trade-mark. It seems clear that the complainant below was 
a dissatisfied party to an application for the cancellation of the 
registration of a trade-mark. We think that both the applicant for 
cancellation and the registrant opposing it are given the right of 
appeal to the District Court of Appeals under that section. 

The next inquiry is whether in addition to such appeal and 
after it proves futile, the applicant is given a remedy by bill in 
equity as provided for a defeated applicant for a patent in Section 
4915, R. S. We have in the cases cited given the closing words 
of Section 9 a liberal construction in the view that Congress in- 
tended by them to give every remedy in respect to trade-marks that 
is afforded in proceedings as to patents, and have held that under 
them a bill of equity is afforded to a defeated applicant for trade- 
mark registration just as to a defeated applicant for a patent. 
It is not an undue expansion of that construction to hold that the 
final words were intended to furnish a remedy in equity against 
the Commissioner in every case in which by Section 9 an appeal 
first lies to the Court of Appeals. This necessarily would give 
to one defeated by the Commissioner as a party to an application 


for the cancellation of the registration of a trade-mark, after an 
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unsuccessful appeal to the advisory supervision of the Court of 
Appeals, a right to resort to an independent bill in equity against 
the Commissioner to prevent cancellation. 

It is pointed out as militating against our interpretation of 
Section 9 and an assimilation of trade-mark procedure to that in 
the case of patents that, after a patent issues, there is no proceed- 
ing provided by which a patent can be canceled, except on suit 
of the United States. Mowry v. Whitney, 14 Wall. 434, 439, 20 
L. Ed. 858; United States v. Bell Tel. Co., 128 U. S. 315, 368, 
370, 9 Sup. Ct. 90, 32 L. Ed. 450; United States v. Am. Bell Tel. 
Co., 159 U. S. 548, 555, 16 Sup. Ct. 69, 40 L. Ed. 255. Briggs 
v. United Shoe Machinery Co., 239 U. S. 48, 50, 36 Sup. Ct. 6, 
60 L. Ed. 138. That is true, but a registration of a trade-mark 
may be canceled, and the purpose of Congress by Section 9 of 
the Trade-Mark Act was to give to defeated applicants in the 
Court of Appeals the same resort to a court of equity as was given 
to defeated applicants for patents so far as the same was applicable. 
The applicants in Section 9 were of four kinds and to each of them 
were intended to be accorded the same resort to the Court of Ap- 
peals and the same remedy in equity as to the applicant for a 
patent in Section 4915. The inherent differences between trade- 
marks and patents should not prevent our giving effect to the 
remedial purpose of Congress in carrying out the analogies between 
the two classes of privileges to secure a common procedure. 

The argument is made that Section 9 should not be held to 
authorize the use of a suit in equity for all of the four cases in 
which appeals are provided to the Court of Appeals from the 
Commissioner and are unsuccessful, because by Section 22 of the 
same act (Comp. St. § 9507) there is a special provision for a 
remedy in equity where there are interfering registered trade- 
marks. It is said this excludes the inference that such a remedy 
is also provided in Section 9, on the principle expressio unius ex- 
clusio alterius. An examination of Section 22 shows that it refers 
to an independent suit between claimants of trade-marks, both 
of which have already been registered. The Commissioner is not 
a party to such litigation, but is subject to the decree of the court 
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after it is entered. It is just like the proceeding in Section 4918 
(Comp. St. § 9463) to settle controversies between interfering 
patents already granted by the Patent Office. Section 9 of the 
Trade-Mark Act is wider than Section 22 in its scope. It includes 
one who applies for registration of an unregistered trade-mark 
which interferes with one already registered. 

On the whole, we think that our decision in American Steel 
Foundries Co. v. Robertson, 262 U. S. 209, 43 Sup. Ct. 541, 67 
L. Ed. 953 [13 T. M. Rep. 289] leads us necessarily to sustain 
the jurisdiction of the Supreme Court of the District to entertain 
this bill. 

Finally it is objected that this bill was not in time. It was 
filed more than two years and two months after the decision of 
the Court of Appeals in the first appeal from the Commissioner of 
Patents. It is contended that under Gandy v. Marble, 122 U. S. 
132, 7 Sup. Ct. 1290, 30 L. Ed. 1223, Section 4894, R. S., applies 
to any bill in equity under Section 4915, and compels the dismissal 
of the bill if it is not prosecuted within one year after the adverse 
decision in the Court of Appeals, unless it appears to the satisfac- 
tion of the court that the delay was unavoidable. In re Hien, 166 
U. S. 432, 17 Sup. Ct. 624, 41 L. Ed. 1066; American Steel 
Foundries v. Robertson, 262 U. S. 209, 212, 213, 43 Sup. Ct. 541, 
67 L. Ed. 953. There was here, however, justification for the de- 
lay in the appeal taken to this court which was dismissed. 256 
U. S. 35, 41 Sup. Ct. 405, 65 L. Ed. 816. That decree was en- 
tered April 11, 1921, and this bill was filed within 30 days there- 
after. We think there was no laches or abandonment. 

The decree of the Court of Appeals is reversed, and the cause 
is remanded to the Supreme Court of the District for further 
proceedings. 


Mr. Justice McRreyno.ps dissents. 
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Goopwin v. CAMP 
(295 F. R. 785) 


United States Circuit Court of Appeals, Sixth Circuit 
February 12, 1924 


Trape-MarKs AND Trape-Names—SurNaME as Trapve-Mark—“Goopwin” 
anp “GoopwrNeTTe” For Corsets—BerareR ENsornep From UsE 

Arter Breacu or ConTRACT. 

Where complainant, by contract with defendant, gave the latter 
the right to use her name, “Goodwin,” as a trade-mark for corsets 
and other garments designed and cut by her, in return for which she 
was to receive a commission on the sales, her right to the business was 
not that of a proprietor, but of an employee on commission, and her 
use after her breach of such contract of the names “Goodwin” and 
“Goodwinette” on corsets made by her was rightly restrained as unfair 
competition. 

Same—Same—Same—UseE or AnorHer’s NAME BY DEFENDANT. 

In the case at issue, the continued use by defendant, after the 
complainant had ceased to be associated in the business, of the latter’s 
name as a trade-mark on corsets, on which defendant’s name also 
appeared, was not misleading, as representing to the public that the 
corsets were made under complainant’s supervision. 





In equity. Suit to enforce contract and for unfair competi- 
tion. Decree for defendant, and complainant appeals. 


Walter L. Post, of New York City (James D. Andrews, of 
New York City, and William L. January, of Detroit, 
Mich., on the brief), for appellant. 

Wm. M. Chadbourne, of New York City (W. S. Cobb, of Jack- 
son, Mich., on the brief), for appellee. 


Before Knaprpen, Denison and Donanve, Circuit Judges. 


Kwnappen, Circuit Judge: Appellant, a resident of the city 
of New York, brought suit in equity against appellee, a corset 
manufacturer in Jackson, Mich., to enforce asserted rights in a 


certain business of manufacturing and selling corsets, in which 
appellant claimed to be jointly interested with appellee; the latter 
asserting that he was the sole owner and proprietor of the business 
and that appellant was his employee therein. She asked a winding 
up of the business, an accounting, and an injunction restraining 
appellee from using the trade-mark or trade-name “Goodwin” in 
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the business of manufacturing and selling corsets. This appeal is 
from a final decree dismissing complainant’s bill, and enjoining 
appellant from using the trade-mark or trade-name “Goodwin,” 
and granting other relief as hereinafter stated. 

The cause was referred, by consent of parties, to a master in 
chancery to take the testimony, to make therefrom special findings 
of facts upon the issues joined, and to report the same, with his 
conclusions of law thereon, to the court, together with the testimony 
and all exceptions taken thereto. The master found, in substance, 
these facts: 

Prior to March 24, 1908, complainant had been engaged in 
cutting and selling ladies’ garments and in demonstrating and sell- 
ing corsets, but was without experience or reputation in designing 
corsets. At that date defendant was engaged in manufacturing 
corsets in Jackson, Mich., doing business as S. H. Camp & Co. 
On the date named the parties made a written agreement providing 
that S. H. Camp & Co. should take up the manufacture of the line 
of corsets for which, it was recited, complainant had prepared the 
designs, and would put it out under her name; she to devote the 
most of her time to actively pushing the corset, introducing it in 
new localities and stimulating trade in places where it might pre- 
viously have been introduced. For this defendant was to pay her 
a commission of 15 per cent. on all first orders taken by her, or 
orders coming from such customers during three months succeeding 
the placing of their first order, or taken and sent in by her on trips 
over territory in which the garments had already been introduced, 
and a commission of 5 per cent. on orders received after the expira- 
tion of three months, or orders sent in from any source, except 
from complainant, including those sent in by agents in localities 
already covered by salesmen. All orders were to be subject to 
defendant’s approval of the credit or financial responsibility of 
the party ordering. An allowance of approximately 5 per cent. 
on the gross sales was made for advertising of all kinds. There 
was express provision that S. H. Camp & Co. were “to secure 
trade-mark at their expense, right of which shall belong to them.” 


On June 20, 1910, defendant agreed, in writing, to pay complainant 
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a larger commission upon certain classes of orders. Under the 
original contract, as so modified, and until June 2, 1914, complain- 
ant designed corsets, actively assisted in establishing agencies for 
the sale thereof in various cities, wrote advertisements, traveled 
about the country obtaining orders for and exploiting the merits 
of such corsets, managed at different times the New York shop 
of the business, voluntarily paid one-third of the expense for adver- 
tising until January 2, 1914, and in general rendered valuable 
services “in actively pushing the corset, introducing it in new 
localities, and stimulating trade in places where it had previously 
been introduced.” 

For these services she received the commissions provided for 
in the contract. During the same period defendant, doing business 
as S. H. Camp & Co., at Jackson, manufactured the corsets so de- 
signed; purchased machinery and materials, and employed, dis- 
charged, and paid the help necessary to such manufacture; em- 
ployed, discharged, directed, and paid traveling representatives 
throughout the country; made all contracts entered into with agen- 
cies and agents selling or handling such corsets; fixed the prices 
thereof; accepted or rejected at will all orders; collected and dis- 
bursed all receipts from sales, and retained all profits thereof 
remaining after paying all expenses, including commissions to com- 
plainant; and in general controlled and directed the business. Im- 
mediately after the execution of the contract of 1908 the word 
“Goodwin,” printed in black script letters, as in the signature of 
complainant, was adopted as a trade-mark and trade-name for the 
corsets in question, and was so used continuously to the date of 
the commencement of suit, being affixed by printed label to each 
corset so made, printed on the stationery used in the business, 
displayed on windows and signs in the factory and in the different 


shops and salesrooms, and used in circulars, booklets, and maga- 


zine and newspaper advertisements, usually in juxtaposition with 
the name of S. H. Camp & Co. On November 1, 1910, certificate 
of registration of that trade-mark was duly issued to defendant 
upon his application therefor filed December 9, 1909, followed by 


complainant’s consent and permission that defendant “use the auto- 
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graph ‘Goodwin’ as a trade-mark on corsets, underwear, and articles 
of ladies’ clothing manufactured by the said [defendant] and * * * 
register the same as the trade-mark of aforesaid Samuel Higby 
Camp in the United States Patent Office.” 

Until 1914 the parties acted on the assumption and under- 
standing that defendant was the sole owner of the business and of 
the trade-mark. In the spring of 1914 friction, which had been 
growing between the parties, increased to such an extent as seri- 
ously to threaten the continuance of their business relations. Com- 
plainant had been removed by defendant from the management 
of the New York shop, and considerable ill feeling had been de- 
veloped between them. Complainant felt insecure concerning the 
permanency of her connection with the business, and resentful 
regarding her removal from the New York shop management. As 
a final result of negotiations between the parties, a contract was 
made and executed between them at Jackson, Mich., on June 2, 
1914, which recited that the parties thereto had since March 24, 
1908, and under written agreement of that date, been “jointly 
interested in designing and selling corsets and other garments 
advertised and known to the trade as ‘Goodwin,’ and the adoption 
of trade-names and the securing of trade-marks during that period,” 
and further reciting the development and growth of the business 
to such an extent that it was deemed advisable by the parties that 
their respective rights, duties and obligations be more specifically 
defined and fixed to meet the changed conditions—the material 
provisions being these: Defendant agreed to pay complainant, as 
royalties, 7 per cent. on the gross aggregate amount of all sales 
of the Goodwin garments manufactured and sold under that agree- 
ment so long as complainant “performs her obligations” herein, 
until such royalties and any commissions equal $12,500 before the 
end of the current fiscal year, with proviso that is the sales should 
exceed $250,000 complainant should receive 5 per cent. of the 
gross sales in excess of the amount last named; also that allowances 


should be made for returned goods and that losses on accounts 


be adjusted by deductions. Complainant agreed that the— 
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“trade-mark or trade-name ‘Goodwin,’ and all other trade-marks or trade- 
names heretofore or hereafter established, adopted, or secured, or used in 
connection with the Goodwin corset business, shall be and remain the 
property of [defendant, doing business as S. H. Camp & Co.], to be used, 
so long as [complainant] performs her covenants herein, only in connection 
with the manufacture and sale of corsets or other garments designed by 
[complainant] or persons instructed or authorized by her to design and 
cut in accordance with the principles used by her, with such improvements 
as may from time to time be made.” 


She further agreed to continue her work of designing corsets 
and other garments, with improvements designed to meet changing 
styles and conditions, to the end that the manufacture and sale 
of such garments be profitably carried on, and that “all existing 
patterns and designs, as well as the patterns and designs hereafter 
made up, are to become and remain the property of [defendant] 
except as herein otherwise provided,’ she “to devote her entire 
time and to give to the business her undivided attention, in coopera- 
tion with [defendant],” and agreeing not to design or aid in design- 
ing corsets or other garments for any other persons, firm, or cor- 
poration, or interest herself directly or indirectly in any competi- 
tive business, so long as defendant shall comply with the terms of 
the contract. It was mutually agreed that in case complainant, 
“without justification under this contract,” shall refuse to perform 
her duties thereunder, all right to royalties and commissions there- 
under should cease, with special provision for payment of certain 
reduced percentages in case complainant should become incapaci- 
tated for more than six months from performing her active duties; 
in case of her death her heirs or devisees to receive 2 per cent. 
for five years. Complainant further agreed that defendant might 
assign the contract “‘to a person or persons of responsibility,” to 
a financial extent stated, “or to a corporation with a paid-in capital” 
of such amount. 

Before this last-mentioned contract was signed defendant’s 
attorney stated to complainant that, if she believed the new con- 
tract would give her any additional rights in the management of 
the New York shop, she ought not to sign it. Shortly after the 


making of this new contract defendant restored complainant to 
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the management of the New York shop. This new contract failed 
to improve the situation. The master reports: 


“Complainant is a woman of an extremely nervous, sensitive, and 
high-strung temperament and of strong emotions and opinions. Conse- 
quently, when her ideas and policies regarding the conduct of said New 
York shop did not coincide with those of defendant, clashes between them 
were inevitable, and the previous friction reappeared and increased steadily 
during the summer and fall of 1914. Defendant requested, and, upon the 
failure of complainant to comply with his requests, demanded, that com- 
plainant should observe certain rules and regulations governing the keep- 
ing of records, and the general conduct of said shop, finally notifying 
complainant that unless she complied with such regulations he should be 
obliged to again relieve her from the management of the shop. Complain- 
ant did not agree with the wisdom of certain of said regulations, did not 
recognize the right of defendant to insist upon them, and refused to com- 
ply therewith.” That thereupon, on November 21, 1914 (following a 
conference in New York on the previous day, in which each party was 
represented also by counsel), defendant advised complainant in writing 
that in view of her refusal to carry out certain of the directions contained 
in his letter of November 6, 1914, which in his judgment were stated as 
necessary to the successful conduct of the business, and for the further 
reason, “as stated to you, that the New York shop is losing money as 
at present conducted at the rate of approximately $1,000 per month, and 
so rapidly as to threaten to seriously involve the entire business,” he 
was compelled to relieve her as manager of the New York shop, directing 
her forthwith to cease to act as such manager and to deliver to a designated 
person the keys thereof. 


Ten days thereafter this suit was begun. The master further 
reports that: 


“The basis and underlying reason for this refusal of complainant to 
observe the instructions of defendant was her attitude, assumed for the 
first time after the making of the contract of June 2, 1914, aforesaid, that 
she had a joint interest in said business, which entitled her to an equal 
voice in the conduct thereof, at least so far as the New York shop was 
concerned, and that therefore she was not obliged to observe his instruc- 
tions in regard to the management thereof, and she had determined, 
before being removed as manager as aforesaid, not to continue her rela- 
tions with defendant under said contract, unless he changed his attitude 
of sole ownership and recognized her right to a share in such ownership.” 


The master further reports that he found no evidence of any 
violation of contract by defendant, and that in his opinion the 
evidence was insufficient to warrant a finding that defendant has 
sustained damages in any definite sum as a result of complainant’s 
violation of the contract. 
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The master concluded, as matter of law, that by the terms of 
the original contract, as construed by the acts and conduct of the 
parties thereunder, complainant at no time had any right, title, or 
interest in the business of manufacturing and selling the corsets 
designed by her, except the right to her commissions or royalties 
as provided therein. He was further of opinion that by the letter 
of June 20, 1910, complainant’s rights were not enlarged, except 
as to the amount and computation of commissions, expressing his 
satisfaction that defendant’s allusion in said letter to his feeling 
that the parties were “together building up the business” was not 
intended as an agreement or admission that they were joint owners 
of such business; further, that complainant acquired no right of 
joint ownership in the business by the contract of June 2, 1914; 
also that defendant is the only owner of the registered trade-mark 
“Goodwin”; that the attitude, acts, and conduct of complainant 
since the making of the contract of June 2, 1914, to and including 
the date of commencement of suit, necessarily and intentionally 
involved a repudiation by her of that contract; that complainant’s 
rights thereafter, including her right to any commission by virtue 
of the same after December 1, 1914, have therefore been ter- 
minated; that complainant is entitled to receive from defendant 
her commissions under the contract earned during the months of 
September and October, 1914 (presumably meaning October and 
November), so far as not already paid to her; that defendant, being 
the owner of the trade-mark “Goodwin,” is entitled to be protected 
against its use or colorable imitation by complainant, but that the 
latter, not having agreed to refrain from engaging in the business 


of designing and selling corsets, etc., after the termination of her 


contract rights, is entitled to engage in such business and to use 
her name therein, provided it be not used in a manner intended 
to mislead purchasers, and that it be clearly made to appear that 
the goods sold are her own and not those of defendant; that while 
defendant is not entitled to the trade-mark “Goodwinette,” com- 


plainant’s use of the same would infringe defendant’s trade-mark 
“Goodwin.” 
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Upon hearing by the District Judge on the pleadings and the 
master’s report, the exceptions to the latter were overruled, and 
decree entered (substantially as recommended by the master) dis- 
missing the bill of complaint; adjudging that complainant was the 
employee of the defendant under the contract of June 2, 1914; 
that she has violated that contract and refused to perform it, and 
that defendant is therefore released from all obligation thereunder; 
that the business of manufacturing and selling corsets and other 
garments carried on under the name of S. H. Camp & Co., at times 
referred to as the Goodwin corset business and otherwise, and all 
the property and effects connected therewith, belong to the de- 
fendant, and that complainant has no interest, joint or otherwise, 
in the business carried on by defendant, whether relating to the 
corsets known as “Goodwin” corsets or otherwise; and that de- 
fendant is the sole and exclusive owner of the trade-mark and 
trade-name “Goodwin,” and entitled to its sole and exclusive use. 
Complainant was thereupon perpetually enjoined from using that 
trade-name, and from making, selling, advertising, etc., any corsets 
represented to the trade or to the public in a manner intended, 
calculated, or likely to convey the belief or impression that they 
are the defendant’s product or are “Goodwin” corsets, original 
Goodwin corsets, or genuine Goodwin corsets, or otherwise, or are 
similar to or successors to defendant’s corsets known as ““Goodwin’”’ 
corsets, and from the use of the word “Goodwinette.”’ Complainant 
was also awarded recovery for the net amount of moneys due her 
(and still unpaid) as commissions on goods sold during October 
and November, 1914.’ 

Reversal is asked on the grounds that the relation between the 
parties was that of joint adventurers in the “Goodwin business” ; 
that the purpose and effect of the final contract of June 2, 1914, 
was to secure complainant in her joint interest, and to secure to 
the business the exclusive right to her talents, reputation, and 


good-will so long as it was carried on under the contract; that no 


*Since this appeal was taken the net amount of such commissions has 
been agreed upon by the parties, and has been paid by defendant and 
accepted by complainant, in full of the accounting reserved in the decree, 
and without prejudice to either party upon this appeal. 
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breach thereof by complainant has been shown, but that defendant 
repeatedly violated the agreement, and that he acquired no right 
to the use of the trade-mark “Goodwin” in connection with a busi- 
ness from which complainant is excluded. 

We think it not very important whether the relation between 
the parties be characterized as a “joint adventure.” In a sense it 
was such, although as generally (perhaps not universally) con- 
strued that relation is analogous to a partnership (differing there- 
from, principally at least, in being limited in scope, or duration, or 
both), and thus involving the idea of division of profits or net pro- 
ceeds. See Words and Phrases, First Series, p. 3814, title “Joint 
Adventure”; also 2 Words and Phases, Second Series, p. 1232, same 
title; Ross v. Willett, 76 Hun, 211, 27 N. Y. Supp. 785; Jones v. 
Walker, 51 Misc. Rep. 624, 101 N. Y. Supp. 22, 23. A contract 
of joint adventure “is to be enforced and the rights and liabilities 
of the parties determined upon the same principles as are applied 
by courts of equity to partnership transactions.” Wilcox v. Pratt, 
125 N. Y. 688, 690, 25 N. E. 1091, 1092; Jackson v. Hooper, 76 
N. J. Eq. 185, 74 Atl. 180. Under such construction, the idea of 
“joint adventure” is here lacking, not because defendant owned 
the factories and the New York and other offices, and all other 
tangible assets, and himself paid all expenses of manufacturing 
and (for the most part) all other expenses of the business, but 
because appellant was paid as compensation for her services fixed 
commissions upon the gross sales, without reference to whether the 
business made a profit or suffered a loss, and thus whether or not 
there were any net or joint proceeds to divide. 

But, apart from this consideration, we think it a mistake to 
say that the contract concerned merely the transaction of a ‘“Good- 
win business,’ as distinguished from a contract of employment 
upon commissions, which we think was its dominant characteristic. 
Previous to this contract, complainant had no business which could 
properly be considered established, except that she was a successful 
saleswoman, had had considerable experience in designing women’s 
garments, and some little experience in designing corsets. To this 


extent only, as we construe the record, can there be said to have 
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been a “Goodwin corset.”* On the other hand, defendant’s busi- 
ness was that of manufacturing and selling corsets. We are im- 
pressed with the reasonableness of defendant’s statement, that his 


>? 


purpose “‘in naming the corset ‘Goodwin’ ”’ was to give complainant, 
“who was to sell the garment, prestige and standing with the trade 
and enlist her pride and earnest work in selling the corset,” al- 
though, of course, complainant’s prestige and standing with the 
trade, whether thereby or previously acquired, was a valuable con- 
tribution toward the success of the contemplated manufacture and 
sale of corsets to be designed by her. Presumably, this considera- 
tion was reflected in the commissions or royalties paid. There was 
nothing essentially novel in this. We think the language of the 
original agreement of 1908, “For this* we are to pay you” the com- 
missions named, together with the commissions and royalties pro- 
vision in the later agreement, not overcome by defendant’s expres- 
sions in correspondence with complainant, such as “I look upon 
” “T want 
to make it a big business for you and I,” and “the best interest of 
the firm.” 


the Goodwin business as being yours as much as mine, 


We find no support for the suggestion that the first contract 
and what led up to it “will bring a strong impression of a hiring 
by Mrs. Goodwin of Mr. Camp merely to manufacture specific 
articles on orders satisfactory to him, he not being obligated to 
do more than fill orders.” We think the fact conclusions reached 
by the master, including the finding that “during the period stated 
the parties acted on the assumption and understanding that de- 


?Complainant stated in a letter to defendant July 29, 1911, that 
“when the business was proposed to me, you wished to use the name 
‘Goodwin.’ It was your choice. I preferred not to have my name attached 
to a corset, but you had quite made up your mind to it. So it was called 
the ‘Goodwin’ corset, even before you knew that I could do the actual 
work of designing and cutting patterns.” 

*These words immediately follow the first paragraph of defendant’s 
letter, which, with its acceptance, evidenced the original contract: “In 
accordance with our conversation today, we will take up the manufacture 
of the line of corsets for which you have prepared the designs and put 
it out under your name, you to devote the most of your time to actively 
pushing the corset, introducing it in new localities, and stimulating trade 
in places where it may previously have been introduced.” 
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fendant was the sole owner of the business and of the trade-mark,” 
must be sustained in all material respects, not only because of the 
rule that the finding of a master, concurred in by the judge, will 
be accepted on review unless clearly wrong,* but because in our 
opinion these conclusions are well supported by the record, unless 
to the slight extent noted in this opinion.” We are unable to find 
in the actions of defendant anything creating an estoppel to deny 
complainant's claim of a joint interest in the business.° 

The reasons for the making of this agreement of June 2, 1914, 
are, for the purposes of this opinion, sufficiently stated (in con- 
nection with what is said herein) in the master’s opinion as we 
have summarized it, as is also the history of the relations of the 
parties following that agreement. We accept the master’s conclu- 
sion that complainant acquired no right of joint ownership by the 
contract of June 2, 1914. That conclusion seems especially indi- 
cated by the provision therein that existing and future trade-marks, 


* Wabash Ry. Co. v. Compton (C. C. A. 6) 172 Fed. 17, 21, 96 C. C. A. 
603, and cases there cited; Western Transit Co. v. Davidson S. 8S. Co. 
(C. C. A. 6) 212 Fed. 696, 701, 129 C. C. A. 232. 

‘We think this rule not inapplicable merely because the judge did 
not “read the entire record,” in view of his statement that “we have not 
availed ourselves of the presumption which obtains favoring the conclu- 
siveness of the master’s findings, but we have gone sufficiently into the 
record to satisfy us of the merits of this controversy independent of the 
master’s opinion.” 

°The contention of estoppel seems to be based largely on “invitations 
of confidence” asserted to have been made by defendant in permitting 
complainant to do business with an advertising agency in her own name, 
as though the business were her own, including a statement to the adver- 
tising firm—in discussing a proposed change in handling advertising, ete.— 
that complainant was the only person interested outside of himself, and 
that he could not adjust the matter, nor did he wish to, without consulting 
her; the use of a letterhead “The Goodwin Corset,” without mentioning 
the manufacturer’s name, together with the use of certain statements 
before referred to, such as “I want to make this a big business for you 
and I”—all of which must be considered in the light of complainant’s 
letter to defendant in July, 1911: “I have never pretended to own the 
business. I have, when the matter required explanation, claimed to be 
simply the designer of the goods, the general sales agent of the company, 
the advertising woman, and the manager of the New York shop,” and 
her reference in December, 1912, to her “honest and conscientious purpose 
of building your corset business.” As we understand the record, it was 
not until after the making of the agreement of June 2, 1914, that com- 
plainant claimed any joint ownership of the business. 








C 
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patterns, and designs should be and remain defendant’s property, 
subject to a certain limitation as to the trade-marks and as to the 
patterns and designs, “except as herein otherwise provided’’; the 
provision that complainant’s right to commissions and royalties 
should cease on her refusal “without justification,” etc., to perform 
her duties under the contract; the provision that no advertising be 
done “except the same is submitted to and approved by” the de- 
fendant; the authority given to defendant to assign the contract; 
the prohibition against defendant’s selling without complainant’s 
consent any corset designed by any one else under her name, or any 
corset designed by her under any name but that of “Goodwin,” so 
long as [complainant] in good faith performs the conditions of this 
contract on her part to be performed. 

We are also constrained to accept the master’s finding that no 
violation of the contract on defendant’s part was shown, as well 
as his conclusion of the “‘basic and underlying reason’ for com- 
plainant’s attitude after the contract of June 2, 1914, including 
her determination not to continue her contract relations unless 
defendant changed his attitude of sole ownership. We see nothing 
to criticize in the language of the District Judge cited in the 
margin.’ 

Passing for the moment the question of defendant's right, 
after the cancellation of the contract with complainant, to use the 
trade-mark or trade-name of “Goodwin,” we think the conclusion 
of fact referred to clearly justified defendant’s cancellation of the 
contract, and authorized him to continue in his own name and for 
his sole benefit the manufacture and sale of corsets, including the 
proprietary use of patterns and designs already made by com- 
plainant. We think the provision in the second paragraph of the 
agreement of June 2, 1914, that defendant should not engage in 

7™“One cannot read the correspondence between Mr. Camp and Mrs. 
Goodwin, illuminated as this correspondence is by extracts from the record 
which the assiduity of counsel on both sides has brought to our attention 
in the briefs, without wondering at the amazing patience of Mr. Camp with 
his employee, for such Mrs. Goodwin was, and the equally amazing indif- 
ference of Mrs. Goodwin to her obligation both to serve her employer 


under the contract as it laid down lines for her service and as well to 
recognize his right to direct the management of his business.” 
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the manufacture of corsets or other garments which came in direct 
competition with such garments designed by complainant, except 
with notice to her, with agreement, in case of such competing manu- 
facture, to pay complainant 5 per cent. of the gross sums derived 
from the sale of such other corsets so long as the trade-mark or 
trade-name “Goodwin” is used in his business or he continues to 
sell “Goodwin” corsets, especially when considered in connection 
with the other contract provisions we have stated, must be held 
limited to the period while the contract was in force. 

We further think the District Court rightly held defendant 
entitled to continue the use of the trade-mark “Goodwin” on corsets 
manufactured by him. We do not understand complainant to claim 
that defendant is advertising or representing his corsets as made 
by complainant, or that he is doing more than to use the trade- 
mark “Goodwin” as he had lawfully used it in his own manufac- 
turing for upwards of six years, by virtue of express contract with 
complainant therefor, purporting in terms to vest in him complete 
and perpetual ownership thereof, to the registration of which trade- 
mark in defendant’s name complainant had formally assented, and 
the ownership of which had been reaffirmed to him in the agree- 
ment of June 2, 1914. 

This case does not involve the proposition that a trade-mark 
is not the subject of sale independently of the business to which 
it is appurtenant. Dietz v. Horton (C. C. A. 6) 170 Fed. 870, 871, 
96 C. C. A. 41. Nor do we think complainant without power to 
give defendant the right to use the trade-mark “Goodwin” unasso- 
ciated with her connection with the business. Defendant originated 
that trade-mark and used it from the beginning of his relations 
with complainant, and, as has already appeared, at his suggestion. 
It thus from the outset indicated the origin of the goods to which 
it was attached. Presumably, the pecuniary value of the name was 
at first due to complainant’s acquaintance with the trade, and 
perhaps to an extent to the fact that she designed the articles to 
which the trade-mark applied. But that could scarcely have been 
the case later. Presumably the long-continued and progressively 


increasing use of corsets of defendant’s manufacture, bearing the 
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trade-mark in question, had also given the mark itself, when used 
by defendant, a substantial standing as representing corsets of 
his manufacture. 

But complainant contends that the corsets manufactured by 
defendant during the life of the contract were represented as de- 
signed by her and made under her supervision; that such con- 
struction involved her personal skill and physiological knowledge; 
that corset designing is a constantly changing art, and therefore 
that the use of the trade-mark misleads the public as to the actual 
origin of the goods, and so cannot be tolerated.*® 

If the public, without notice to the contrary, has the right to 
believe that the corsets now being manufactured and sold by de- 
fendant under the trade-mark “Goodwin” were made under com- 
plainant’s supervision, it might well be misled until notified of her 
non-connection with defendant’s manufacture—a fact by this time 
doubtless pretty well known to the trade.® We are not inclined to 
think that under the facts of this case the public had the right to 
believe that corsets manufactured by defendant after November, 
1914, were made under complainant’s personal supervision. De- 
fendant’s letterheads, used at least in and since the spring of 1910, 
carried the name of “S. H. Camp & Co., manufacturers of Good- 
win (under the name of ‘Goodwin,’ trade-mark) corsets, lingerie, 
and belts,” preceded by a legend, “Address all communications to 
main office and factory at Jackson, Michigan,” followed by the 
location of the New York, Chicago, and Jackson salesrooms. He 
used cards reading, on one side, “Goodwin Shop, Camp Building, 
Jackson, Michigan,’ and on the other, “Goodwin Shop, operated 


* Defendant testified that in 1908 he assisted complainant in making 
patterns testing them ,trying them on persons ,and so produced four models 
in different lengths; that he is able to cut, make, and finish a corset in 
every detail; that some of the patterns made during her contract rela- 
tions were not touched for two or three years at a time, others were gone 
over occasionally; that the last changes were made at various dates in 
1912, 1913 and 1914, and that these models can be changed to meet a 
condition or style without interfering with, changing or disturbing the 
physiological principles involved in that corset construction. 

* Defendant testified previous to April 18, 1916 (the date of the mas- 
ter’s report), that he had not informed the public that complainant was 
no longer with him, except where they had first written him. 
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by S. H. Camp & Co., manufacturers of Goodwin corsets and 
lingerie,’ followed by the New York and other addresses. As 
we understand the record, the advertisements prepared by de- 
fendant (aside from using the name of “Goodwin Shop” and 
referring to “Goodwin corsets,’ etc., and the trade-mark “Good- 
win’) did not during the life of the contract purport to be signed 
by complainant, although she, in connection at least with her man- 
agement of the New York office, for a time, and until defendant 
insisted upon its discontinuance, used her name by way of signa- 
ture as “designer of the Goodwin corset’’ to statements in adver- 
tisements prepared by her, part of the time omitting defendant’s 
trade-name as manufacturer. It appears, however, that complain- 
ant’s photograph was for a time displayed “in the window at Jack- 
son,’ and “one was used to illustrate newspaper write-ups,’ and 
that she, at least in the earlier years, sent out (apparently from the 
New York shop) advertising circulars over her own signature. 
Doubtless the trade largely, if not generally, knew of her personal 
connection with the designing, although she appears to have had no 
supervision over the manufacture beyond explaining the designs, 
etc., to the one in charge of the manufacturing. The following 
authorities, we think, sustain our conclusion that defendant’s mere 
use of the trade-mark since the termination of the contract would 
not, under the record in this case, imply a representation that the 
corsets then being put out were in all details designed by com- 
plainant or that they were manufactured under her supervision; 
that the public has no right to draw such inferences, and thus 
could not legally be misled thereby. Le Page Co. v. Russia Cement 
Co. (C. C. A. 1) 51 Fed. 941, 948, 2 C. C. A. 555, 17 L. R. A. 
354; Russia Cement Co. v. Le Page, 147 Mass. 206, 17 N. E. 304, 
9 Am. St. Rep. 685; Howie v. Chaney, 143 Mass. 592, 10 N. E. 
713, 58 Am. Rep. 149. And compare Chickering v. Chickering 
(C. C. A. 7) 215 Fed. 490, 499-500, 181 C. C. A. 5388 [4 T. M. 
Rep. 279]; Knabe v. American Piano Co. (C. C. A. 6) 229 Fed. 
23, 29, 143 C. C. A. 825 [6 T. M. Rep. 180]. 


Had complainant and defendant been actual partners in the 


business of manufacturing and selling corsets there could be no 
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doubt of defendant’s right to continue the manufacture and sale, 
under the trade-mark, as successor to the firm upon its lawful 
termination, by cancellation or otherwise. We think defendant's 
right no less under the case presented here. This conclusion by no 
means excludes complainant from doing business under her own 
name, so long as she does nothing to cause the public to believe, 
and takes reasonable means to prevent such belief, that her goods 
are manufactured by defendant or by herself as his successor; but 
we think her rights are subject to the limitations stated. Chicker- 
ing v. Chickering, supra, at page 500 (131 C. C. A. 548); Knabe 
v. American Piano Co., supra, at pages 28, 29, et seq. (148 C. C. 
A. 881), and cases there cited. We think the final decree did not 
go beyond the application of this rule. 

The decree of the District Court must therefore be affirmed. 


Wurrte Rock Minera Sprines Co. v. Akron Beverace & Cop 


StroraGe Co. 
(299 F. R. 775) 


United States Circuit Court of Appeals, Sixth Circuit 
June 5, 1924 


Trape-Marxs—Unram Competirion—“Wuire Rock”—ExtTension or Use 

FrroM Beer To Near Beer PeRMIssIBLe. 

Where defendant had used the name “White Rock” for many 
years as a trade-mark for beer, and registered it as such, his con- 
tinued use of the mark on near beer after the prohibition law became 
effective, could not be enjoined by complainant on the ground of its 
use of the same words for fifteen years as a trade-mark on mineral 
water and ginger ale. 


In equity. Action for trade-mark infringement and unfair 


competition. Decree for defendant, and complainant appeals. 
Affirmed. 


A. J. Hudson, of Cleveland, Ohio (Thurston, Kwis § Hudson, 
of Cleveland, Ohio, and Oudin, Kilbreth & Schackno, of 
New York City, on the brief), for appellant. 

Floyd E. Shannon, of Akron, Ohio, for appellee. 
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Before Denison, Mack, and Donanus, Circuit Judges. 


Mack, Circuit Judge: This is an appeal from a decree dis- 
missing a bill alleging infringement of plaintiff's trade-mark “White 
Rock” and unfair competition in connection therewith. The stipu- 
lated facts on which the case was tried are thus summarized by the 
District Court: 


“Plaintiff, in 1883, began to bottle, sell, and ship in interstate com- 
merce mineral water from a natural spring located at Waukesha, Wis. 
It has continuously, since 1887, applied thereto the trade-mark ‘White 
Rock.’ Since 1893 the labels and other dress of plaintiff's goods have had 
printed thereon the legend ‘White Rock,’ with a picture showing a woman 
kneeling upon a rock, looking into the water below. On November 28, 
1893, the legend ‘White Rock,’ with the accompanying picture, was regis- 
tered as a trade-mark appropriated by plaintiff for mineral beverages 
made of water. In the certificate of registration it is further said the 
particular description of the goods comprised in such class is natural and 
artificial mineral water, ginger ale, phosphate, ozonate, and carbonated 
beverages. In 1893 a neck label with the legend ‘White Rock’ printed 
thereon in large letters was also adopted and has since been continuously 
used. On August 22, 1905, this label was also registered as a trade-mark 
applied to beverages, particularly mineral waters. In 1893 plaintiff also 
began to bottle, sell, and ship, and has ever since sold and shipped, a 
beverage called ‘ginger ale,’ to which these same trade-marks have been 
applied. On April 24, 1906, this trade-mark was also registered, and in 
the certificate of registration it is said the particular description of goods 
comprised in the class on which it is used is ginger ale. In the intervening 
period, plaintiff did not make, ship, or sell, nor apply these trade-marks 
to any other beverages, but beginning in May, 1920, and continuously 
since, it has made, sold, and shipped under these trade-marks beverages 
known as ‘sarsaparilla’ and ‘root beer.’ Plaintiff's products, particularly 
its mineral water, had become and are nationally known and widely sold 
and used. Large sums have been expended in advertising these products 
under these trade-marks and labels. In the last five years these expendi- 
tures have aggregated $508,702.31. In the past five years it has shipped 
and sold 837,442 cases, each case containing 100 pints, or 100 splits. 

“Defendant is doing business at Akron, Ohio. It began business in 
January, 1904, manufacturing and selling lager beer. In January, 1904, 
it had adopted and applied to its beer the trade-mark ‘White Rock,’ which 
was continuously used on lager beer until the adoption of state and na- 
tional prohibition. It does not and has never used the picture, but does 
use a label and neckpiece, both containing the legend ‘White Rock, of a 
form and appearance substantially similar to plaintiff's. On March 17, 
1913, defendant made application to register the trade-mark ‘White Rock’ 
as appropriated to the malt extracts, and liquors. Plaintiff filed notice 
of opposition, and upon hearing both the Examiner, and on appeal the 
Commissioner of Patents, held that plaintiff’s and defendant’s trade-marks 
were not applied to merchandise of the same descriptive properties, and 
accordingly registration was allowed of defendant’s trade-mark as applied 
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to beer, malt extracts, and liquor. No appeal from this decision was taken 
to the Court of Appeals of the District of Columbia. Defendant did not 
use its trade-mark or labels on any product other than beer until after 
the advent of prohibition. It has since applied the same to what it calls 
a cereal beverage containing less than one-half of 1 per cent. of alcohol 
and popularly known as ‘near beer.’ It is this use as applied to near beer 
that plaintiff asserts is an infringement of its trade-mark, and unfair 
competition. 

“Plaintiff’s ginger ale, root beer, and sarsaparilla are produced by 
adding an extract in syrup form to water. Defendant’s product is manu- 
factured from grain by the standard brewing process, such as is used in 
making beer, and by eliminating by evaporation from the beer after it 
is made, all alcohol in excess of one-half of 1 per cent. Both parties, 
it is stipulated, sell their product to retail dealers, cafés, hotels, and places 
of like nature where so-called soft drinks and similar beverages are sold 
at retail to the consuming public. No proof is offered that any confusion 
of goods has in fact arisen. No expert evidence has been offered bearing 
on the question whether the different beverages have the same character- 
istic properties or can or may be sold indiscriminately to purchasers de- 
siring a soft drink.” 


There is no evidence in the record that in 1904, when de- 
fendant adopted this trade-mark for its beer, it had any knowledge 
of plaintiff’s use of ‘““White Rock’ as a trade-mark for its mineral 
water or ginger ale, save such knowledge as may be imputed to it 
by reason of the plaintiff’s registration of this mark in 1898 for 
natural and artificial mineral water, ginger ale, phosphate, ozonate, 
and carbonated beverages. Defendant continued, unmolested, to 
manufacture beer under the trade-mark “White Rock” for many 
years thereafter, and in 1913 its registration thereof for beer, malt 
extracts, and liquor was sustained by the Commissioner, as against 
the plaintiff. Plaintiff, failing to appeal or to litigate anew, thus 
acquiesced in this uninterrupted use of the mark for defendant’s 
beer until prohibition became effective, when defendant began to 
employ the trade-mark on a cereal beverage popularly known and 
sold as near beer, and produced exactly like its beer, except that 


all alcohol in excess of one-half of 1 per cent. is eliminated by 
evaporation after the beer is brewed. 

While the mere failure of the plaintiff to appeal from the 
decision of the Commissioner of Patents in 1913 may not make the 
matter res adjudicata (Atkins v. Moore, 212 U. S. 285, 29 Sup. 
Ct. 390, 538 L. Ed. 515), there can be no doubt that the plaintiff, 
because of acquiescence and laches, could not have questioned 
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defendant’s right to continue the use of the trade-mark on its beer 
just before the prohibition era. Plaintiff contends, however, that 
this right is limited to beer, an alcoholic beverage, and does not 
extend to “cereal beverage,’ a soft drink, which, it alleges, is sold 
in competition with its ginger ale, sarsaparilla, and root beer. 

In view of the stipulated facts, it is unnecessary to determine 
whether or not, but for such acquiescence and laches, plaintiff could 
rightfully have enjoined the use of its trade-mark for beer, and for 
its continued or original use after prohibition for cereal beverage 
as products of similar descriptive properties to those covered by 
its registrations and therefore within its potential rights. Bud- 
weiser Malt Products Corporation v. Anheuser Busch, Inc. (D. C. 
N. Y.) 287 Fed. 243; cf. Pabst Brewing Co. v. Decatur Brewing 
Co. (C. C. A. 7) 284 Fed. 110 [138 T. M. Rep. 1]; Aunt Jemima 
Mills Co. v. Rigney (C. C. A. 2) 247 Fed. 407, 159 C. C. A. 461, 
L. R. A. 1918C, 10389 [8 T. M. Rep. 168]. See, too, Florence 
Mfg. Co. v. J. C. Dowd Co. (C. C. A. 2) 178 Fed. 78, 101 C. C. 
A. 565 [1 T. M. Rep. 289]; Akron-Overland Tire Co. v. Willys 
Overland Co. (C. C. A. 3) 273 Fed. 674; Calif. Pkg. Co. v. Price- 
Booker Mfg. Co., 285 Fed. 993, 52 App. D. C. 259 [18 T. M. 62]. 

The important and distinguishing circumstances in the instant 
case, as the District Judge pointed out, are that defendant had 
acquired an unquestioned right to the use of the trade-mark “White 
Rock” on its beer, and that it merely continued this 15 years’ use 
on a product identical with its beer, both in the process of manu- 
facture and in the finished product, except only that as to the 
latter all but a small permitted fraction of the alcoholic content was 
removed before the finished product was marketed as cereal bever- 
age. If the cereal beverage, because of its low alcoholic content, 
now comes into competition with those products as to which plaintiff 
has a superior or exclusive right, the situation is entirely unlike 
that of a newcomer in the field, who knowingly appropriates the 
mark of another to secure for himself that other’s good-will. Such 
competition cannot, under the circumstances, be deemed unfair 
merely because of the use of the name “White Rock.” No proof 
was offered that, by reason of the similarity of labels or otherwise, 
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any confusion has in fact arisen. Indeed, while “White Rock’’ is 
clearly emphasized on defendant’s as on plaintiff’s labels, and 
“cereal beverage” minimized in the typography, and while “White 
Rock” alone appears on the neck labels, defendant in these par- 
ticulars has but continued its earlier practice in respect to its beer 
labels. Any confusion with plaintiff’s products that may hereto- 
fore have arisen when defendant marketed beer may possibly be 
accentuated now that the defendant is manufacturing near beer, 
a soft drink. But such confusion, if any, whether now beginning 
or accentuated, cannot operate, in the absence of unfair competition, 
to deprive defendant of the use of the mark and of the good-will 
built up over a period of years, even though it lessen the value of 
plaintiff's mark. Cf. Theodore Rectanus v. United Drug Co. (C. 
C. A. 6) 226 Fed. 545, 141 C. C. A. 801 [6 T. M. Rep. 28], affirmed 
in United Drug Co. v. Rectanus Co., 248 U. S. 90, 108, 89 Sup. 
Ct. 48, 68 L. Ed. 141 [9 T. M. Rep. 11]; Hanover Mill Co. v. 
Metcalf, 240 U. S. 408, 86 Sup. Ct. 857, 60 L. Ed. 713 [6 T. M. 
Rep. 149]. 
Decree affirmed. 


Tue American Topacco Company v. Miitiapes MELACHRINO, 
Inc. 


United States District Court, Southern District of New York 


August 21, 1924 


TrapE-MarRKs AND Trape-Names—Unrar Competirion—“MeLacnrino” 
For C1IGARETTES—Usre or NaMe AND Imirative Lapers Arrer As- 
SIGNMENT— INJUNCTION. 

Where Miltiades Melachrino, owner of defendant corporation, after 
making the name “Melachrino” well known and valuable as a trade- 
mark for cigarettes, which mark had been duly registered in the Patent 
Office, transferred by sale to the plaintiff the business, together with 
the good-will and trade-marks connected therewith, and soon there- 
after defendant began to manufacture and put out cigarettes in pack- 
ages featuring the name “Melachrino” and gradually approaching in 
appearance the label acquired by plaintiff, it was enjoined from de- 
scribing itself as the original manufacturer and from so using the 
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word “Melachrino” as to create the impression that it was now manu- 
facturing “Melachrino” cigarettes. 
Same—Same—Form or INJUNCTION. 

In the case at issue, defendant was enjoined from the use of the 
name “Melachrino” on its packages and advertising matter, except 
in connection with its full corporate title, with the latter so incon- 
spicuously displayed as to overcome the danger of creating confusion; 
and, if otherwise used, accompanied with the statement “Not the orig- 
inal Melachrino cigarette.” 


In equity. Action for trade-mark infringement and unfair 
competition. Injunction granted. 


O’Brien, Boardman, Parker § Fox, of New York City (Junius 
Parker, Jonathan Holmes, both of New York City, and 
Edward §S. Rogers, of Chicago, Ill., of counsel), for 
plaintiff. 

George Z. Medalie (George Sylvester, of counsel), both of 
New York City, for defendant. 


Knox, D. J.: In the year 1905, or thereabouts, Miltiades 
Melachrino came to the United States, and in a very humble way 
began the manufacture of cigarettes. He had previously been 
engaged in the business in London, and before that, as far back 
as 1884, in Cairo, Egypt. 

Through his own efforts, or those of persons with whom he 
was fortunate enough to associate himself in the United States, 
and possibly by reason of the merit of his product, the business 
prospered. To such an extent was this the fact that the firm of 
M. Melachrino & Co., composed of Melachrino and his wife, in 
September of 1912, sold its assets, including good-will, trade- 
marks, formula, labels and trade indicia for a sum approximating 
$2,000,000. 

These assets were transferred to a New York corporation, 
known as M. Melachrino & Co., Inc., Melachrino becoming its presi- 
dent. Later, his connection with the business was severed, and 
in 1928, the American Tobacco Company acquired, for ninety-nine 
years, the business, good-will, trade-marks, etc., of M. Melachrino 


& Co., Inc. It has continued to manufacture and sell Melachrino 
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cigarettes in a package similar to that used by M. Melachrino & 
Co. 

While the firm of M. Melachrino & Co. was in existence, and 
long before it began business in America, its cigarettes were iden- 
tified by the word “Melachrino.” The package in which the ciga- 
rettes were marketed was distinctive, and for many years it has 
been of substantially the same appearance. 

In January of 1913, M. Melachrino & Co., the partnership, 
applied for registration of a trade-mark consisting of the word 
“Melachrino,” as applied to cigarettes. The application was 
granted May 20, 1923, and issued to M. Melachrino & Co., Incor- 
porated, as assignee of the partnership. It is unrevoked. 

In November of 1928, there was organized in this State a 
corporation by the name of Miltiades Melachrino, Inc. Immedi- 
ately prior to its incorporation, the business now carried on by it 
was conducted by Miltiades Melachrino. He, I understand, con- 
trols the corporation. Two years ago he placed upon the market 
a brand of cigarettes called “Crocodile.” Rather prominently dis- 
played near the bottom of the lid of the box in which the cigarettes 
were sold was this inscription: 

“Miltiades Melachrino, Manufacturer 
No connection with other firms” 

Shortly thereafter the package was changed so as to more 
closely approximate the package used by plaintiff in selling its 
Melachrino cigarettes. 

A little later the inscription of defendant, referred to above, 
was made to read: 

“The Original 
Miltiades Melachrino, Manufacturer 
No connection with other firms” 
The next change, which soon took place, with regard to de- 


fendant’s Crocodile cigarette package, was that its appearance 


made a more definite approach to plaintiff's box, and near the top 
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of the lid, and in much larger type than had previously been used, 
there appeared this legend: 
“Miltiades Melachrino 
Original Manufacturer 
of High Grade Egyptian Cigarettes” 

Miltiades Melachrino also put upon the market another brand 
of cigarettes called “Cortesi.’”” The boxes in which this brand was 
sold were changed from time to time, always, however, progres- 
sively advancing towards the appearance of plaintiff’s package, the 
name Miltiades Melachrino being particularly featured. 

Subsequent to the organization of defendant company, it con- 
tinued the use of the aforesaid packages put out by Miltiades 
Melachrino. But beyond this, the paper wrapping of each cigarette 
was stamped “Melachrino.” Signs and display cards, advertising 
the “Crocodile” and “Cortesi” cigarettes, in conjunction with the 
single word “‘Melachrino,” have been widely distributed. 

From the foregoing, there is little difficulty in concluding that 
there has been a deliberate effort and design upon the part of the 
defendant to exploit, at the expense and damage of the plaintiff, a 
trade-mark which, although composed of the name of an individual, 
has come to have a well-recognized secondary meaning. 

At this point it may be well to observe that this suit is not 
only predicated upon the infringement of a registered trade-mark, 
but upon unfair competition as well, there being the requisite 
diversity of citizenship. 

When the business of M. Melachrino & Co. was sold, there was 
an agreement that the sellers would not engage in, either directly 
or indirectly, individually, or as co-partners, or be connected with 
or concerned in any other business, pursuit or corporation whatso- 
ever, that is engaged in the manufacture or sale of cigarettes or 
tobacco in any form, for a period of ten years. 


It is upon this provision of the contract that opposition to the 
pending motion for a preliminary injunction is based. . 
The argument is that the agreement does not prohibit Mela- 
chrino from using his name in any manner in the manufacture of 
cigarettes. There is, I think, a modicum of merit in the conten- 








THE AMERICAN TOBACCO CO. V. MILTIADES MELACHRINO, 1INc. 429 


tion that Melachrino may now lawfully engage in the cigarette 
business, either in his own name, or through a corporation of a 
like name, but he may not do so in such manner as will indicate 
that he is either the original manufacturer or the distributor of 
cigarettes that are now known as “Melachrinos.” That name, as 
a cigarette brand, is well understood, and possesses considerable 
value. Melachrino saw fit to accept for it a price that was satis- 
factory to him. He must now respect the rights of the lawful 
owner. 

Pending final hearing, the defendant will be restrained from 
describing itself as the original manufacturer of Melachrino ciga- 
rettes, and from so using the word “Melachrino” as to give the 
appearance and create the impression that it is now manufacturing 
and marketing Melachrino cigarettes. If defendant wishes to use 
the name Melachrino upon its packages and advertising matter, it 
must do so with its full corporate title, and its corporate name must 
be so inconspicuously displayed as to overcome the danger of 
creating confusion in the minds of buyers, either of the origin, or 
the brand of its cigarettes. My own impression is that the name, 
if used at all, should be in script no larger in size than that em- 
ployed upon Plaintiff's Exhibit “F.” If otherwise used, it must 
be accompanied by the statement, prominently displayed, “Not the 
original Melachrino cigarette.” Other printed matter and pic- 
torial representation shall be so distinctive as to clearly identify 
defendant’s packages from those of plaintiff. Defendant will also 
be restrained from using the word “Melachrino” on the wrappers 
of its cigarettes. 
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Kotz, ET AL. v. ImpeRtAL Perrumery & Barper Supp.iss, INc. 
(298 Fed. Rep. 174) 


United States District Court, Southern District of New York 
April 10, 1924 


Trape-Marxs aNnp Lapers—Uwnratmr Competirion—“‘Eau pve QurInine”— 

ImrratTivE Features—INJUNCTION. 

Where, after plaintiffs’ predecessor had adopted and made pop- 
ular through long-continued use a hair tonic known as “Eau de 
Quinine,” defendant put on the market a similar preparation bearing 
the same name and under labels displaying the salient features used 
on plaintiffs’ labels, with but minor differences, held that such simula- 
tion was from a dishonest motive, and that, although defendant had 
the right to the use of any one of the features separately, their com- 
bined use should be restrained as unfair competition. 


In equity. Action to restrain unfair competition. On motion 
for preliminary injunction. Granted. 


Putney, Twombly §& Putney, of New York City (Louis H. 

Hall, of New York City, of counsel), for plaintiffs. 
Walsh, Baird §& Smith, of Yonkers, N. Y. (Harry D. Nims 
and Minturn De S. Verdi, both of New York City, of 
counsel), for defendant. 





Winstow, District Judge: This is a motion for an injunction 
pendente lite. The action is brought to restrain the alleged unfair 
competition of the defendant, through the simulation by the de- 
fendant of the characteristics and marks and dress of a package 
containing the product marketed by the plaintiffs, known as Ed. 
Pinand’s Eau de Quinine. 

In or about the year 1840, one Edouard Pinaud began the 
preparation and sale of an article known as “Eau de Quinine,” 
which he marketed in bottles of a distinctive size and shape and 


bearing labels of a distinctive appearance, all of which appear on 


the plaintiffs’ exhibit before the court. The color and contents of 


the bottle have always been the same, except that a change was 
made for goods marketed in the United States from the French 
language to English. The labels and dress and general appearance 
of the bottle package have always been the same. Certain of the 
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marks, to wit, the name “Ed. Pinaud” and the phrase “A la Cor- 
beille Fleurie,” and the design of a basket of flowers on the label, 
are the technical registered trade-marks of plaintiffs. The plain- 
tiffs have succeeded to the business, property, trade-marks, good- 
_will, and property rights connected therewith of Pinaud. 

The plaintiffs claim that the entire dress of the package, con- 
sisting of bottle, color of content, labels, and arrangement of labels, 
are the property of the plaintiffs through long-continued use. This 
claim of the plaintiffs is supported by persons associated with the 
plaintiffs and also by numerous affidavits of disinterested persons, 
including competitors of plaintiffs. It is not disputed that the 
plaintiffs have adopted and have had in use for many years the 
various features and combination which go to make up the dress 
of the plaintiffs’ product. The product of the defendant is con- 
tained in a bottle practically identical in appearance as to shape 
and size. The liquid contents are of the same color in both. The 
neck label of both bottles is a dull red, with white lettering. The 
labels on both are approximately of the same size and shape, ex- 
cept that defendant’s label has rounded corners, while the corners 
of plaintiffs’ label are beveled. On plaintiffs’ label appears the 
basket of flowers. On defendant’s label is a wreath of flowers. 
Above the wreath on defendant’s label appear the words “Hygiene 
de la Téte.” Below the basket of flowers on plaintiffs’ label ap- 
pear the words “Hygiene of the Scalp.” The most prominent 
words on both labels are “Eau de Quinine.” 

The defendant, in substance, contends that the plaintiffs have 
no such characteristic dress of package which would entitle them 
to an injunction; that, on the other hand, all of the features em- 
ployed by the plaintiffs are common to the trade, and that there- 
fore defendant is free to use them. Defendant further contends 
that the plaintiffs, in substance, had knowledge of the acts of the 
defendant in marketing their package, and have in effect acquiesced 
therein, and therefore are estopped now from attempting to pre- 
vent defendant from using the marks and labels on its product. 

At the outset, it may be conceded that the right to use the 
words “Eau de Quinine’ is not exclusive to the plaintiffs. The 
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term is descriptive, and for the purposes of this motion it will be 
assumed that these words could not by themselves be appropriated 
as a trade-mark. Neither is it necessary to determine on this mo- 
tion, as a condition precedent for granting a preliminary injunc- 
tion, that the plaintiffs have any exclusive right to the size and 
shape of the bottle, or of the label alone, or the color of the liquid 
content, or the metal stopper, or, indeed, any other single feature 
of the package. Indeed, for the sake of argument, we may assume 
that the characteristic features separately are not susceptible of 
appropriation by plaintiffs. The sole question for the court to 
determine is whether all of these features in combination, and 
thus used by the plaintiffs for many years, are such as to entitle 
them to injunctive relief pending the trial of the action. 

If the defendant has simulated the plaintiffs’ package, by 
combining all of the various items of dress, metallic stopper, labels, 
the descriptive features of the labels, color, and appearance, so 
that the court can reasonably conclude that the casual purchaser 
will be deceived and misled, and mistake the defendant’s package 
for the plaintiffs’, then the plaintiffs may be entitled to the relief 
they seek, even though it be admitted that dealers will not be de- 
ceived. The voluminous affidavits are enlightening, but the opinions 
of dealers as to the simulation of plaintiffs’ package by the de- 
fendant cannot be substituted for the opinion of the court. There 
are a number of minor differences between the forms and dress 
of the two packages, but no one can look at both packages without 
perceiving that the resemblance is marked. It would require very 
slight ingenuity on the part of the defendant, if it honestly de- 
sired to give its product a distinctive dress, to do so. As was well 


said by Judge Lacombe in National Biscuit Co. v. Baker, 95 Fed. 
185: 


“Both name and dress are clearly calculated to mislead, and the state- 
ments that both were adopted with an eye single to differentiation strain 
the credulity of the court beyond the breaking point.” 


It may well be that persons in the trade would not be deceived, 
but it is the probable effect upon the consumer that the court will 
consider. The general impression made by the defendant’s package 
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upon the eye of a casual purchaser is likely to result in his conclu- 
sion that it is the original article marketed for many years by the 
plaintiffs and their predecessors. The court agrees with the con- 
tention that one may be entirely free to use the exact color of the 
liquid content, or even other features, including the shape of the 
label, the shape and size of the bottle, neck, and stopper; but the 
conclusion is irresistible that, if he uses these things in the special 
combination used by the plaintiff, and which use by the plaintiff 
has made his product distinctive, it is from a dishonest motive 
that defendant has simulated plaintiff's product. 

It further appears, and the court is satisfied from the record, 
that the characteristics of plaintiffs’ package and their combina- 
tion originated with the plaintiffs, or their predecessors, and were 
not adopted by them from characteristics in common use. It is 
no argument on behalf of the defendant that many others have 
imitated the plaintiffs’ product, inasmuch as that contention is not 
shown to be supported by further proof of acquiescence by the 
plaintiffs in such simulation of their product by others. The de- 
fendant in this connection, however, contends that it, or its pre- 
decessors, informed the plaintiffs of its intention to use the main 
label now used on defendant’s product prior to such use, and that 
the plaintiffs, by agreement, consented to such use. 

The court is not convinced that that is the fact, although that 
contention by the defendant merits consideration. It appears that 
a predecessor in business of the defendant had a controversy with 
these plaintiffs with regard to an alleged imitation then being mar- 
keted by such predecessor, and that such controversy was adjusted 


by some change of label and such alleged imitation was discon- 


tinued. Such adjustment apparently was made by a proposed 


label being submitted to the plaintiffs herein as an inducement to 
the plaintiffs to desist from prosecution. The most that can be 
deduced from the voluminous affidavits and copies of labels is that 
an agreement was made some time in 1913 that this predecessor of 
defendant agreed to refrain from continuing the use of a label 


then in use. 
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The motion for a preliminary injunction will be granted. The 
amount of bond to be furnished by the plaintiffs will be fixed on 
the settlement of the order herein. 


YeLLow Cas Co. or New Orteans, Inc. v. JonEs 
(101 South. Rep. 216) 


Supreme Court of Louisiana 
July 8, 1924 


Unram Competirion—Imrratinc Dress aNnpD ApPpEARANCE—DEFENSE— 

Savient Feature NECESSARY. 

It is the rule that differences which do not destroy the general 
similarity of appearance to the ordinary purchaser are of no conse- 
quence and do not constitute a valid defense. It is sufficient if the 
resemblance or imitation be a salient or identifying feature in name, 
label, dress and design. 


Same—Same—Matuicious Intent nor Essenriau. 
Although unfairness and fraud are the basis of actions, it is not 
always required that there should be a malicious purpose to injure. 


Same—Same—“YELLOw Taxicas’—Imiratinc Coton anp GENERAL APPEAR- 
ANCE—APPEAL—AFFIRMAL. 


Where defendant, after complainant had developed a large taxi- 
cab business under the name “Yellow Cab Company,” wherein were 
featured cabs painted yellow with upper parts and trimmings in black, 
started a competing business by the use of a yellow cab, with black 
tops and hoods and with other features of the service in close imitation 
of those of plaintiff, it was rightly enjoined from the use of such 


features, particularly as there was evidence that the public had been 
deceived thereby. 


In equity. Suit to restrain unfair competition. Judgment for 
plaintiff, and defendant appeals. Affirmed. 


Woodville § Woodville, of New Orleans, La., for appellant. 
John P. Sullivan, David Sessler, and P. M. Milner, all of New 
Orleans, La., for appellee. 


By Division A, composed of O’Nrett, C. J., and Rogers and 
Brunort, JJ. 


Rocers, J.: Plaintiff instituted this suit to enjoin and pro- 


hibit defendant from operating a yellow cab for the purpose of 
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unfair trade competition. Upon plaintiff's application, a prelim- 
inary injunction was issued. After defendant filed his answer, 
which contained a reconventional demand for damages in the sum 
of $800 for attorney’s fees and loss of time, the case was heard 
on its merits, and judgment was rendered in favor of plaintiff 
perpetuating the injunction and dismissing defendant's reconven- 
tional demand. Defendant then appealed. 

The only question at issue is whether or not defendant was 
guilty of unfair competition and misled the public into believing 
that his cab was one of the cabs of plaintiff. 

The plaintiff company was organized to engage in the taxicab 
business, and particularly to operate yellow taxicabs, in the city 
of New Orleans. It began to use the so-called yellow cabs about 
the middle of September, 1920. At that time no yellow taxicabs 
were being operated on the streets of New Orleans. Prior thereto 
one Frank Alessi had in service, for a short period, four or five 
yellow Ford cars, which he used at the Monteleone Hotel. He 
conducted this business under the name of the “Yellow Taxicab 
Service.” 

In July, 1920, Alessi gave up the taxicab business, and the 
use of the yellow Ford cars was thereafter discontinued; his suc- 
cessor operating Maxwell cars painted black. 

The cabs operated by the plaintiff company have a distinctive 
design and style, consisting chiefly of a cab body, the lower and 
larger portion of which is painted yellow, the upper part black; 
the doors are yellow with black trimmings around the edges; the 
wheel spokes and wheel discs are yellow; the hubs of the wheels, 
the hoods and the fenders are black. The words “Yellow Cab 
Company” are painted in large black letters on the side doors, with 
the telephone number of the company thereon, namely, “Main 3.” 
The chauffeurs wear caps encircled by yellow bands, with the 
name “Yellow Cab Company” appearing on the front of the cap. 

From the inception of its business, the plaintiff company 
engaged in an extensive advertising campaign, with the object of 
directing the attention of the general public to its service and its 
rates, as well as the color of its cabs and its name to correspond. 
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As a result of these efforts, and because it furnished efficient service 
at reasonable rates, plaintiff built up, and now owns, a large, 
lucrative, and identified business in public taxicab service, with an 
increasing and satisfied clientele. It began business with 11 yellow 
cabs, and now operates 66 of such cabs. The cabs cost $3,000 
each, and represent an investment of $198,000. 

In the summer of 1921, defendant began to operate a Dodge 
taxicab, the body of which was painted yellow and the top, hood, 
and fenders of which were painted black. The driver of this 
vehicle wore a chauffeur’s cap encircled by a yellow band. De- 
fendant used this taxicab on the streets of New Orleans, seeking 
the patronage of the public, until the preliminary injunction was 
issued against him in this proceeding. The day after the injunc- 
tion was served, defendant painted his car black, and, later on, 
repainted it a gray or ivory color. 

It is plaintiff's contention that defendant’s yellow cab was an 
intentional and close imitation and simulation of the yellow cabs 
owned and operated by it, and that said cab was calculated to, 
and did actually, deceive the patrons of plaintiff and the public 
in general; that the operation of said cab by defendant was a 
fraudulent plan adopted by him for the purpose of deceiving the 
public, and to divert from plaintiff its patronage. 


Defendant denied plaintiff's allegations of fraud and diversion 


of business. He averred that plaintiff had no proprietary right or 


title in and to the color of yellow, which was common property 
and could be used by anyone. He alleged that plaintiff’s cabs are 
of a different make, size, and appearance generally from defend- . 
ant’s cab and could never be mistaken therefor. He set up, finally, 
that it was plaintiff's purpose in adopting said color to monopolize 
the taxicab business of the city of New Orleans. 

It is idle to contend that the cab of defendant did not tend 
to deceive the patrons of plaintiff and the public generally, in the 
face of the uncontroverted testimony of three apparently disin- 
terested witnesses. Victor J. Passera, a real estate agent, Dexter 


Williams and M. V. Howland, insurance brokers, all and each of 
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whom knew and had used the yellow cab service of the plaintiff 
company, that they were so deceived. 

Mr. Passera testified that he was at the Illinois Central Rail- 
road Company depot, and, being desirous of using a yellow cab 
of the plaintiff company, he was attracted by the defendant calling 
out “Yellow! Yellow!” and by the fact that he wore a yellow cap. 
He only discovered his error on reaching his destination in a dis- 
cussion which ensued between himself and defendant when he was 
charged an umount in excess of the usual rate charged by plaintiff 
for the same service. Messrs. Williams and Howland had a similar 
experience at the depot of the Louisville & Nashville Railroad 
Company. 

Officer J. W. Dodds, of the New Orleans police force, testified 
that the cabs were so much alike that on one occasion at the IIli- 
nois Central Railroad Company depot he actually put a lady in 
defendant’s cab, mistaking it for a Toye cab (one of plaintiff's 
cabs). 

It is not strange that these witnesses fell into the error about 
which they have testified. Colored cuts of the taxicabs of both 
parties are in evidence, and it is apparent therefrom that in color 
and general appearance they are so similar when viewed from a 
short distance as to give out the impression of belonging to one 
and the same class. 


In trade eases, it is the uniform rule that differences which do 


not destroy the general similarity of appearances to the ordinary 


purchaser or user are of no consequence and do not constitute a 
valid defense. It is sufficient if the resemblance or imitation be 
of a salient identifying feature in name, label, dress, and design. 
Yellow Taxi Operating Co. v. Martin, 91 N. J. Eq. 233, 108 Atl. 
763 [10 T. M. Rep. 281]; Yellow Cab Co. v. Creasman, 185 N. C. 
551, 117 S. E. 787, 28 A. L. R. 109 [18 T. M. Rep. 327]; Johnson 
& Johnson v. Bauer & Black, 82 Fed. 662, 27 C. C. A. 374; Movie 
Co. v. Daoust, 206 Fed. 434, 124 C. C. A. 316 [3 T. M. Rep. 371]; 
Yellow Cab Co. v. Becker, 145 Minn. 152, 176 N. W. 345 [10 
T. M. Rep. 187]; Yellow Cab Co. v. Nilsen, 221 Ill. App. 58; 
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Yellow Cab Co. v. Abramoff, 215 Ill. App. 644; B. §& W. Cab Co. 
v. Aronson, 184 App. Div. 894, 170 N. Y. Supp. 1069. 

While unfairness and fraud is the basis of the action, it is 
not always required that there should be a malicious purpose 
to injure, but the question may be determined on the presumption 
that every person must be understood to have intended to do and 
abide by that which is the natural and probable conduct of his 
own act deliberately done. Undoubtedly the resemblance and sim- 
ilarity between the cab of defendant and the cabs of the plaintiff 
company tended to deceive the public into the belief that the taxi- 
cab of defendant was one of plaintiff’s taxicabs. In three known 
instances the public was misled, and to permit defendant to con- 
tinue to operate his cab would lead to further confusion and injury 
to plaintiff’s business. 

It is true, as a general proposition of law, that there is no 
exclusive property in color. That, however, is not the present issue. 
The question to be determined here is: Has the plaintiff company 
so far established a trade-name in the words “Yellow Cab,” “Yel- 
low Cab Company,” and the colors, style, design, form, and dress 
as they are combined and used on its taxicabs to invoke the equit- 
able process of injunction to protect it against resemblances and 
imitations designed and tending to deceive and mislead the public 
and to deprive plaintiff of the profits of its business? We think 
it has. See Taxi Operating Co. v. Martin, cited supra, and authori- 
ties cited; New England Awl Co. v. Marlborough Awl Co., 168 
Mass. 154, 46 N. E. 886, 60 Am. St. Rep. 877. 

Judgment affirmed. 
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EveNING JourRNAL Ass’N v. JERSEY Pus. Co., ET AL. 
(124 Atl. Rep. 767) 


Court of Chancery of New Jersey 
May 28, 1924 


Trape-Marxs—Unram Compettrion—GeooraPHiIcaL Name—RicGuT To 

PROTECTION. 

A geographical name is not the subject of exclusive appropriation, 
but an established trade of which it is the badge will be protected 
against unfair competition by the use of the name. 

Same—Same—SameE— INTENT. 

If a geographical name so used be taken by another with intent 
to mislead the public to the injury of complainant, equity will enjoin, 
even though otherwise he would have the right to use it. 

Same—Same—Same—ConrFvusinG Use ENJOINABLE. 

If no fraudulent intent appears in the adoption of the name, equity 
will relieve if its use by another confuses and misleads the public 
to complainant’s injury; and no actual confusion or fraudulent intent 
need be shown where the necessary and probable tendency of de- 
fendant’s conduct is to deceive the public. 

Same—Same—SamMe—“JeRseY OBSERVER” NOT AN INFRINGEMENT OF “JERSEY 

JOURNAL.” 

The words “Jersey Observer” are not an infringement upon the 
name “Jersey Journal.” 

Same—Same—Use or Worp “Jersey” as Part or Newsparer Tirte—Dr1r- 

FERENTIATING FEATURES—DIsMISSAL. 

Where defendant, many years after the founding of the “Jersey 
Journal” by plaintiff, changed the name of its competing paper from 
“Hudson Observer” to “Jersey Observer,” it was not competing un- 
fairly, as the make-up, type and political creeds of the two papers 
were radically different; moreover, the fact that newspaper readers 
are discriminating and careful in buying their favorite paper makes 
deception hardly possible, with ordinary caution; and the bill was 
dismissed. 


Robert Carey and Harry Lane, both of Jersey City, N. J 
for complainant. 

John J. Fallon, of Hoboken, N. J., and Joseph Kahrs, of 
Newark, N. J., for defendant. 


“2 


Backes, V. C.: This litigation is between owners of two 
afternoon newspapers published in Jersey City, and the object of 
the bill is to restrain unfair competition. 

The Jersey Journal is an old established, prosperous news- 
paper, and the Jersey Observer, lately the Hudson Observer and 
formerly the Hoboken Observer, is of no less standing and success. 
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They have about the same circulation and in the same territory, 
in Hudson county and New York City, at the tubes, railroad sta- 
tions, and ferries. The Jersey Journal is popularly known as the 
“Jersey,” so dubbed by the public after the New York Evening 
Journal came into prominence some years ago. Its title was at that 
time changed from “Evening Journal” to the “Jersey Journal’ to 
distinguish it from that newspaper. The Jersey Observer is popu- 
larly known as the “Observer.’’ The owner of the Jersey Journal 
objects to the use of the prefix “Jersey” by the Observer, which 
the latter recently adopted, claiming that “Jersey” is a valuable 
asset in the publication and circulation of its newspaper, and charg- 
ing that the sole intent of the owner of the Observer in changing 
“the name of its newspaper from that of Hudson Observer to Jer- 
sey Observer is for the sole purpose of defrauding complainant 
and the public and with the deliberate intent to mislead, defraud 
and deceive the public into believing that it was purchasing the 
newspaper of complainant, instead of the newspaper of the de- 
fendant; and for the deliberate and sole purpose of and the putting 
into execution of a plan, design or scheme to cut and curtail the 
circulation of the newspaper published by complainant, to defraud 
and mislead and deceive the public and to induce the public to 
believe when they ask for the Jersey into buying the newspaper of 
the defendant instead of the newspaper of complainant and to 
injure and curtail the circulation of complainant’s newspaper.” 
A geographical name is not the subject of exclusive appro- 
priation, but an established trade of which it is the badge will be 
protected against unfair competition by the use of the name. Van 
Horn v. Coogan, 52 N. J. Eq. 380, 28 Atl. 788. If such a name 
so used as a badge of trade be taken by another with intent to 


mislead the public to the injury of the complainant, equity will 


enjoin, even though otherwise he would have the right to use it. 
International Silver Co. v. William A. Rogers, 67 N. J. Eq. 646, 
60 Atl. 187, 110 Am. St. Rep. 506, 8 Ann. Cas. 804; Eureka Fire 
Hose Co. v. Eureka Rubber Co., 69 N. J. Eq. 159, 60 Atl. 561; 
Cape May Yacht Club v. Cape May Yacht & Country Club, 81 
N. J. Eq. 454, 86 Atl. 972. If no fraudulent intent in the adoption 
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of the name appears, equity will relieve if the use of such name by 
another confuses and misleads the buying public to the injury of 
the complainant. Diversion of complainant’s trade by the use of 
the name is fraudulent. Writz v. Eagle Bottling Co., 50 N. J. Eq. 
164, 24 Atl. 658; Johnson v. Seabury, 69 N. J. Eq. 696, 61 Atl. 5; 
Rubber & Celluloid Harness Trimming Co. v. Rubber-Bound Brush 
Co., 81 N. J. Eq. 419, 88 Atl. 210, Ann. Cas. 1915B, 865 [8 T. M. 
Rep. 496]; National Biscuit Co. v. Pacific Coast Biscuit Co., 83 
N. J. Eq. 869, 91 Atl. 126 [4 T. M. Rep. 356]. Neither actual 
confusion nor actual fraudulent intent need be shown where the 
necessary and probable tendency of the defendant’s conduct is to 
deceive the public and pass off his goods or business as and for 
that of the complainant. Hilton v. Hilton, 90 N. J. Eq. 564, 107 
Atl. 263 [9 T. M. Rep. 391]. 

Proof of any express intention to pirate the complainant’s 
trade is, of course, not at hand, and ordinarily is not to be expected. 
Is intentional fraud inferable from the circumstances? The out- 
standing facts refute such an inference. To deduce the intention 
to mislead the public into believing that the defendant’s newspaper 
is the complainant’s sheet—for that is, essentially, the accusation— 
would be to assume that the Observer concedes it is inferior and is 
outclassed and aims to forsake its individuality and identity and 
parade as the Journal; in fine, that it admits it is an imitation. 
Such an attitude on the part of the Observer—quite as popular and 
influential as the Journal, and as justly proud and jealous of its 
own good name and reputation—is altogether out of the question. 
Powerful and successful and well established, its predominant care 
is, it would seem, to be sustained by its own past achievements and 
to thrive and extend its activities and influence as the Observer, 
not as the Journal. The explanation of the defendant for the 
change of name from the Hudson Observer to the Jersey Observer 
is in harmony. It sought to raise itself in the eyes of the public, 


and particularly of its New York and other advertisers, from what 


might appear to be a burg or provincial organ to one of city or 


state-wide sphere, i. e., éclat. 
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The other question is whether because of “Jersey” the Observer 
is apt to be mistaken by readers for the Jersey Journal; or, in 
other words, whether the use of the name “Jersey Observer” is 
clearly to deceive ordinarily cautious purchasers, buying with such 
care as would usually be exercised in such transactions, leading 
them to believe that they were buying the Jersey Journal. This 
is highly improbable except in isolated instances, and then only 
momentarily or accidentally. The chances are infinitely less than 
in the case of imitations in merchandise, involving a less cultured 
and discriminating public. Readers, as a rule, are keen for their 
accustomed newspaper, and are as intimately familiar with it as 
men are with their particular brand of cigars, or as ladies with their 
favorite perfume, and sorely disappointed if it fails them. It is 
inconceivable that a reader of the Journal could be lured into be- 
lieving that it was the Observer, and vice versa. A glance at either 
would be enough. Their make-ups are radically different; their 
names are prominently displayed and in type that bears no re- 
semblance, and while they are both known to be independent po- 
litically, with opposite partisan leanings, the political sentiment of 
one could hardly be mistaken for the other; and for additional 
identification the Observer carries its title at the head of each page. 

It is not seriously claimed, nor could it be, that the reader is 
deceived, but the Journal complains that its patrons are likely to 
be led into buying the Observer by the manner of its display at 
news-stands, folded as the Journal is, and alongside of it, with only 
“Jersey” exposed; and more likely at the rush hours at the tubes, 
railroad stations, and ferries when the commuter helps himself or, 
asking for the Jersey, is given the Observer. Fine discrimination 
is not expected of purchasers, but ordinary caution is, and in such 
circumstances the fault would lie with the news dealer or the com- 
muter, and may be easily remedied by spreading both papers, or 
by the most casual inspection, and, no doubt, would be corrected 
after a once happening and a “kick.” Equity affords protection 
against injurious deception, not mishap, nor where ordinary care 
would avert confusion. 
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Another source of complaint is that newsboys, carrying both 
papers, cry out their wares as of old “Jersey Observer,’ and so 
pronounce the full name of the Observer and obscure the Journal. 
This is unfortunate, but how chargeable to the Observer, if it has 
the right to use “Jersey”? If the complainant truly interprets 
the newsboys’ call, there is no confusion; and unless it be shown, 
and it is not, that the Observer’s forename was purposely selected 
to usurp the Journal’s nickname in the street, I fail to see how the 
name can be denied the Observer. Jessel, M. R., said of the com- 
plainant in Cowen v. Hutton, 46 L. T. R. (N. S.) 897: 


“He has a right to the name by which he sells his paper, but not the 
name by which people choose to call it.” 

Moreover, in view of the Journal’s previous and admitted 
notoriety as the “Jersey,” it seems a strange assertion that those 
to whom it is so well known by that cognomen would not recognize 
it in the newsboys’ call. 

Again, it is claimed that “Jersey” facilitates news dealers 
and newsboys palming off the Observer for the Journal. A com- 


plete answer is that any unscrupulous handler can impose upon 
an unsuspecting buyer not only the Observer but any other news- 
paper as readily. Ordinary care—a squint at the paper—would 
frustrate it. 


That “Jersey Observer” is not an infringement upon “Jersey 
Journal” is illustrated by the following authorities in litigations 
over newspaper names; the first mentioned being the name sought 
to be protected: 

“The New Castle Chronicle” and “Sporting Chronicle,’ Cowan 
v. Hutton, 46 L. T. R. (N. S.) 897. 

“Morning Post” and “Evening Post,” Bortwick v. 
Post, 87 Ch. Div. 449. 

“Evening Express” and “North Express,” Wilcor v. Pearson, 
18 Times L. R. 220. 


Evening 


“The Mail” and “The Morning Mail,’ Walter v. Emmet, 54 
L. J. (Ch.) N. S. 1059 (1885). 


“National Advocate” and “New York National Advocate.” 
Snowden v. Noah, Hopk. Ch. (N. Y.) 347, 14 Am. Dec. 547. 
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cor 


The Commercial Advertiser” and “New York Commercial,” 
Commercial Advertiser Association v. Haynes, 26 App. Div. 279, 
49 N. Y. Supp. 938. 

“Our Young Folks” and “Our Young Folks’ Illustrated Pa- 
per,” Osgood vy. Allen, Fed. Cas. No. 10,603. 
The bill will be dismissed. 


NaTIONAL TELEPHONE Directory Co. v. Dawson Mra. Co., ET AL. 
(263 S. W. Rep. 483) 


St. Louis, Missouri, Court of Appeals 
June 18, 1924 


Trape-Marxks AND TrapE-Names—Uwnrair Competit1ion—P acine or Fase 
Covers oN TevepHone Direcrortes Herp Unrair Competition. 
Defendant, a hotel company using several hundred telephone 

directories, which plaintiff had through expenditure of time and money 
developed into an advertising medium of great value, by proposing 
to place false covers on such directories used in its establishment, and 
to sell advertising space thereon, was guilty of unfair competition. 


In equity. Action to restrain unfair competition. Judgment 
for plaintiff, and defendants appeal. Affirmed. 







Wilson & Trueblood, of St. Louis, Mo., for appellants. 
D. D. Holmes, of St. Louis, Mo., for respondent. 

















Surron, C.: The petition, filed by the plaintiff in this case 
on the 10th day of October, 1922, omitting caption and signature 


of counsel, is as follows: 





“Plaintiff states that it is now and was at all the times hereinafter men- 
tioned a corporation duly organized and authorized to do an advertising 
business in Missouri, with an office and place of business in the city of 
St. Louis; that the defendant, Dawson Manufacturing Company, is and 
was at all the times hereinafter mentioned a corporation duly organized 
and doing business in the city of St. Louis, Mo.; that the defendant Chase 
Hotel Company is a corporation duly organized and authorized to do 
business in the State of Missouri, and as such owns and operates the Chase 
Hotel and apartments. 

“Plaintiff states that the Southwestern Bell Telephone Company does 
a general telephone business in the city of St. Louis with many thousands 
of subscribers and users of telephones; that said telephone company issues 
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semi-annually an alphabetical and classified list of its subscribers in St. 
Louis and vicinity; that such book will hereinafter be referred to as the 
directory; that said directory goes to the subscribers of said telephone 
company for their use, but remains the property of said telephone com- 
pany; that about 140,000 copies of the directory are distributed at each 
semi-annual issue thereof, and that several hundred of said directories are 
in use by the defendant Chase Hotel Company in the rooms and offices 
of the Chase Hotel and apartments; that for many years the plaintiff has 
had the publication of said directory, and has owned and now owns the 
exclusive right to solicit and sell advertising space in and on said directory ; 
that through the efforts of plaintiff, and as the result of the expenditure 
of much time and money on the part of the plaintiff, the said directory 
has become an advertising medium of great value, and plaintiff has estab- 
lished, in the selling and publishing of advertisements in and on said 
directory, a lucrative advertising business, having entered into contracts 
with great numbers of firms and individuals to insert their advertisements 
for a given compensation at certain specified places in or on said directory ; 
that some of the most valuable advertising space of said directory is on 
the cover thereof, including the first page of the front cover and the last 
page of the back cover and the outside margin between said covers, 
known as the ‘backbone’ of said directory; that plaintiff has contracts 
with advertisers extending over a long period of time for the spaces on 
the first and last pages of said cover and on the backbone of said directory, 
and that plaintiff has other contracts with other advertisers for preferred 
places on the inner pages of said directory, and that all through the 
classified section of said directory advertisements are inserted for valuable 
consideration on contract with plaintiff. Plaintiff states that all of said 
spaces for advertising are very valuable, and that the plaintiff has been 
able to enter into large numbers of such contracts with great pecuniary 
profit to itself and great benefit to said advertisers. 

“Plaintiff states that the defendant Dawson Manufacturing Company 
and the defendant Chase Hotel Company have entered into an arrange- 
ment whereby the defendant Dawson Manufacturing Company is to manu- 
facture and publish certain false backs or covers with the intention and 
with the understanding that said false backs or covers are to be placed 
upon and attached to the several hundred directories in use in the rooms 
and offices of Chase Hotel and apartments; that the defendant Dawson 
Manufacturing Company is selling advertising space and is soliciting and 
entering into contracts for and procuring advertisements to be printed in 
and on said false backs and covers, and that the defendant Chase Hotel 
Company proposes to advertise the business of the Chase Hotel and apart- 
ments on said false backs or covers; that plaintiff cannot state what other 
advertisements are to be placed upon said false back or covers or what 
matter other than advertisements are to be placed thereon, as said false 
backs and covers have not yet been published. Plaintiff states that any 
of the false backs or covers, if permitted to be placed upon a directory, 
will completely cover and render worthless the advertisements and the 
advertising space upon the backbone of said directory, that it will cover 
the advertisements upon the front and back covers of said directory, and 
rob the advertisers who have especially contracted for this space of the 
preferred position for which said advertisers have contracted with the 
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plaintiff, and will destroy much of the value of the advertising space on 
said covers. 

“Plaintiff further states that, in selling advertising space and in 
soliciting and entering into contracts for and procuring advertisements to 
be placed on the said false backs and covers, and in placing on and attach- 
ing to the directories the said false backs and covers, as is proposed by 
the defendants, the defendants are guilty of unlawfully interfering with 
and damaging the business of plaintiff, and of unlawfully depriving plain- 
tiff of said business and the profits thereof, and of unlawfully depreciating 
and destroying the value of advertising space on and in said directory, 
greatly to plaintiff's injury and damage, and that all of said acts of 
defendants collectively and separately constitute an unfair and unlawful 
competition with plaintiff's said business; that the damages which have 
been and will be suffered by plaintiff through the conduct of the defendants 
as aforesaid are of a nature and quantity which render the injury to 
plaintiff by reason of said damage irreparable and incapable of remedy at 
law. 

“Wherefore, by reason of the irreparable damage, inadequacy of legal 
remedy, and premises aforesaid, plaintiff prays this court that it shall 
enjoin the defendants from soliciting, procuring, or contracting for adver- 
tisements, either directly or indirectly, that are to be printed on false 
backs or covers, any of which false backs or covers are intended to be 
placed upon or attached to the Southwestern Bell Telephone directories 
in use in the Chase Hotel and apartments, and from placing upon or at- 
taching to or procuring others to place upon or attach to the said di- 
rectories any false backs or covers or any other device which will in any 
way cover or obscure any of the advertisements printed in or on said 
directory, or which will in any way interfere with or damage plaintiff’s 
business of printing and publishing advertisements for a valuable con- 
sideration in or on said Southwestern Bell Telephone directories, and for 
such other and further relief as to the court may seem meet and proper, and 
that pending the determination of the issues in this case the court shall 
issue its temporary restraining order, temporary injunction, and such 
other process as to the court may seem meet and proper.” 


Defendants demurred to the petition on the ground that the 
petition does not state facts sufficient to constitute a cause of action 
against the defendants, or to authorize the granting of the relief 
prayed for. The court overruled the demurrer, and, the defendants 
declining to plead further, the court granted a perpetual injunction 
in accordance with the prayer of the petition. The defendants 
appeal. 

Plaintiff grounds his right to invoke injunctive relief upon the 
law of unfair competition in business. Defendants’ counsel insist 
that the allegations of the petition do not bring the plaintiff within 
the protection of that doctrine, for that they say that unfair com- 


petition consists in passing off or attempting to pass off upon the 
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public the goods or business of one person as and for the goods or 
business of another, and that nothing less than conduct tending to 
pass off one person’s goods or business as that of another will 
constitute unfair competition. 38 Cyc. 756 et seg.; Nims on Unfair 
Competition (2d Ed.) p. 4 et seq. In this counsel insist upon the 
application of the doctrine in its narrow and technical sense as 
announced by the earlier decisions of the courts in England and 
in this country. The doctrine as thus announced has since, by 
process of growth, been greatly expanded in its scope to encom- 
pass the schemes and inventions of the modern genius bent upon 
reaping where he has not sown. International News Service v. 
Associated Press, 248 U. S. 215, 39 Sup. Ct. 68, 68 L. Ed. 211, 
2 A. L. R. 298 [9 T. M. Rep. 15]; Press Publishing Co. v. Levi 
Bros. §& Co. (N. Y. Sp. Term) N. Y. Law J. Dec. 20, 1912 [3 T. 
M. Rep. 59]; Nims on Unfair Competition (2d Ed.) p. 558; Mec- 
cano Vv. Wagner (D. C.) 284 Fed. 912, loc. cit. 920 [6 T. M. Rep. 
487]; Searchlight Gas Co. v. Prest-O-Lite Co., 215 Fed. 692, loc. 
cit. 695, 131 C. C. A. 626 [4 T. M. Rep. 273]; Fonotipia v. Brad- 
ley (C. C.) 171 Fed. 951, loc. cit. 960, 961; National Tel. News 
Co. v. Western Union Tel. Co., 119 Fed. 294, 56 C. C. A. 198, 
loc. cit. 203, 60 L. R. A. 805; Fisher v. Star Co., 231 N. Y. 414, 
loc. cit. 428, 182 N. E. 133, 19 A. L. R. 987 [8 T. M. Rep. 269]; 
Weinstock v. Marks, 109 Cal. 529, loc. cit. 589, 541, 42 Pac. 142, 
30 L. R. A. 182, 50 Am. St. Rep. 57. 

The doctrine, in its broader scope, as announced in the more 
recent decisions, is well exemplified in International News Service 
v. Associated Press, supra. In that case an incorporated associa- 
tion of newspaper publishers gathered news at its expense, and, 
without applying for copyright, telegraphed it daily to its mem- 


bers throughout the country, for their exclusive use in publication, 


they paying the assessments therefor; a rival corporation, serving 


other newspapers for pecuniary returns, made a practice of obtain- 
ing this news through early publications in newspapers and on 
bulletins of the first company’s members, and of sending it by tele- 
graph, either as so taxen or in rewritten form, to its own customers, 


thus enabling them to compete with the newspapers of the first 
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company in the prompt publication of news obtained for the benefit 
of the latter by their exclusive agency and at their expense; and 
the court, granting injunctive relief, said: 


“We need spend no time, however, upon the general question of prop- 
erty in news matter at common law, or the application of the copyright 
act, since it seems to us the case must turn upon the question of unfair 
competition in business. * * * In order to sustain the jurisdiction of equity 
over the controversy, we need not affirm any general and absolute prop- 
erty in the news as such. The rule that a court of equity concerns itself 
only in the protection of property rights, treats any civil right of a 
pecuniary nature as a property right (Jn re Sawyer, 124 U. S. 200, 210; 
In re Debs, 158 U. S. 564, 593); and the right to acquire property by 
honest labor or the conduct of a lawful business is as much entitled to 
protection as the right to guard property already acquired. Truar vy. 
Raich, 239 U. S. 33, 37-38; Brennan v. United Hatters, 73 N. J. L. 729, 
742; Barr v. Essex Trades Council, 53 N. J. Eq. 101. It is this right that 
furnishes the basis of the jurisdiction in the ordinary case of unfair com- 
petition. * * * It is said that the elements of unfair competition are lacking 
because there is no attempt by defendant to palm off its goods as those 
of the complainant, characteristic of the most familiar, if not the most 
typical cases of unfair competition. Howe Scale Co. v. Wyckoff, Seamans 
§ Benedict, 198 U. S. 118, 140. But we cannot concede that the right to 
equitable relief is confined to that class of cases. In the present case the 
fraud upon complainant’s rights is more direct and obvious. Regarding 
news matter as the mere material from which these two competing parties 
are endeavoring to make money, and treating it, therefore, as quasi prop- 
erty for the purposes of their business because they are both selling it 
as such, defendant’s conduct differs from the ordinary case of unfair 
competition in trade principally in this, that, instead of selling its own 
goods as those of complainant, it substitutes misappropriation in the place 
of misrepresentation, and sells complainant’s goods as its own.” 


The case of Press Publishing Co. v. Levi Bros. § Co., supra, 
decided by the New York Supreme Court at Special Term in 1912, 
more closely resembles the present case on its facts than any other 


case which counsel have brought to our attention. The case is 


substantially reported in Nims on Unfair Competition (2d Ed.) 
p- 558, as follows: 


“A merchant was enjoined from printing advertisements on sheets 
resembling advertising pages of the ‘World,’ and procuring news dealers 
to fold them in with copies of the ‘World, and thus distribute them, even 
though at the top of the inserted sheet were the words: ‘This publication 
is not a part of any newspaper.’ Says Stapleton, J.: ‘The plaintiff claims 
that the act constitutes an unlawful interference, to its injury and dam- 
age, with its business as the publisher of a modern newspaper, the pros- 
perity of which is so largely dependent upon the advertising feature of 
the enterprise.’ Distinguishing the sale of a newspaper from that of 
ordinary goods, he says of the newspaper: ‘The sale is for circulation, 
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and that the publication be distributed in form and substance as issued, 
without improper or unfair addition, subtraction or defacement, is im- 
plied from the circumstances of the transaction. * * * The obvious purpose 
of the defendant was not alone to secure distribution of its advertising 
matter, but to tack such matter onto plaintiff's publication, to impress 
some persons with the belief that it was part of the newspaper, to trade 
on the favorable reputation of the plaintiff in an unfair and fraudulent 
manner by the use of an ingenious device which, unless the design be 
as suggested, is otherwise purposeless.” 


The present case is a stronger case for equitable interference 
than the Press Publishing Company case, for in that case the pub- 
lishing company sold its papers outright to the news dealers; 
whereas, in the present case the telephone company merely bailed 
its directories to the Chase Hotel Company for the specific purpose 
of being used by it in availing itself of the telephone service for 
which it had subscribed. 

If the defendants’ scheme, as disclosed by the petition in the 
instant case, does not come within the narrow and technical formula 
of the doctrine of unfair competition, there can be no question that 
it comes within the broader reach of the doctrine as defined and 
applied by the courts in the more recent decisions. The petition 
discloses that the defendants purpose to pass off their own adver- 
tising medium as the advertising medium of the plaintiff, not merely 
by simulating the plaintiff's medium, but by actually tacking their 


own medium upon that of the plaintiff. By this unfair means the 


defendants purpose to place their advertising business in competi- 


tion with that of the plaintiff. A more flagrant case of unfair com- 
petition is nowhere disclosed by the books. In fact, the scheme 
is more than unfair competition; it amounts to an actual appropria- 
tion of the plaintiff's property by the defendants to their own 
business purposes. A court of equity ought not to hesitate long to 
interpose its protection against a scheme of this character. 

The case was rightly adjudged below, and the Commissioner 


recommends that the judgment be affirmed. 
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Per Curiam. The foregoing opinion of Surron, C., is adopted 
as the opinion of the court. The judgment of the circuit court is 
accordingly affirmed. 


Auten, P. J., and Becker and Daves, JJ., concur. 


Caron Corporation v. Geo. Boreretpt & Co. 
United States District Court, Southern District of New York 


September 3, 1924 





Trave-Marxs—Unrai Competition—“Briack Narcissus” For PERFUMERY 

—ImitaTion oF Distinctive Features or CONTAINER. 

The use by the defendant, retailer of a domestic perfume under 
the trade-mark “Narcisse de Vendome,” of substantially the same 
color scheme as that of complainant, with the general arrangement 
and appearance of the label and container confusingly similar to 
those used by the latter in importing and selling its “Narcisse Noir” 
perfume, was restrained as unfair competition. 













In equity. Action to restrain unfair competition. Injunction 
granted. 





Evarts, Choate, Sherman & Leon, of New York City for plain- 
tiff, (Maurice Leon, Joseph H. Choate, Jr. and Asher 
Blum, all of New York City, of counsel). 

Briesen & Schrenk, of New York City, for defendant, (Hans 

v. Briesen and Fred A. Klein, both of New York City, of 

counsel). 









Knox, D. J.: For the reasons specified in my memorandum 
in the suit of Caron Corporation v. Vivaudou, (see post p. 452), 
filed this day, there can be in this litigation no injunction which will 
restrain defendant from the use of the name “Narcisse Vendome” 
as the brand or trade-mark for a perfume. 

Complainant is, however, entitled to be relieved of the flagrant- 
ly unfair competition by which defendant has sought to take 


advantage of the good-will attaching to the perfume known as 
“Narcisse Noir.” 
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To indicate the extent to which defendant has gone in this 
regard, it may be well to point out with some particularity the 
methods of trade it adopted. But before doing so, it is desirable 
to give a brief description of the manner in which complainant 
sells ““Narcisse Noir.” 

In the first place, it is a French product, being imported and 
distributed by complainant with the original labels and in the 
original containers with which the perfumery comes from abroad. 
These are distinctive. To the end that they may give emphasis 
to the word “Noir” in the name of the perfume, the containers are 
of deep black, relieved only by a gilt stripe about the lower edge 
of the lid of the container, and by a circular adhesive label, done 
in gilt, placed at one corner of the box lid, which bears in raised 


letters the words “Le Narcisse Noir Caron.” The interior of the 


box is also in gilt. The bottle containing the perfume is round 
and more or less squat. The glass stopper is relatively broad as 
compared with the width of the bottle. It is black in color, and 
is so formed as to represent the petals and interior of a full-blown 
flower, presumably the narcissus. 

Up until the time of argument, defendant marketed its “Nar- 
cisse de Vendome’ line of toilet articles in black boxes. The 
interior of one size in particular was in gilt and its edges were in 
gilt. The different sized bottles, containing the perfumery, were 
not of uniform shape. There was one size, however, which closely 
resembled the bottles of plaintiff. The stoppers were of glass and 
at a first, and even a second glance, appear to be black. Examined 
under a strong light, it is possible that a dark green may be de- 
tected, but for all practical purposes, the stoppers are black. Upon 
the bottles are small labels of gilt, bordered in black, which con- 
tain in black letters this inscription, “Narcisse de Vendome, 
Vendome Co., New York.” The box in which one sized bottle of 
defendant’s goods is sold shows a group of long stemmed flowers 
in gilt, doubtless intended to represent the narcissus. Adjacent 
thereto are the words “Eau de Toilette” and in the lower right- 
hand corner of the box are the words, likewise in gilt, ““Narcisse 


de Vendome, La Compagnie Vendome, New York.” As a matter 
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of fact, defendant’s perfume is a domestic, and not an imported 
article. 

Since the argument and prior to the submission of its brief, 
defendant says that the use of the black color for its boxes, has 
been discontinued, a dark brown color having been adopted. The 
bottle stoppers seem also to have taken on a lighter shade of green. 
The labels remain the same. In view of the changes made, it is 
suggested by the brief that “the defendant having discontinued 
the use of the black color for its boxes, a preliminary injunction, 
although it might be proper under other circumstances, should not 
be ordered, as it would simply provide the plaintiff with ammuni- 
tion for salesman’s talk without accomplishing any sound purpose.” 

This eleventh hour change in practices which, I believe, must 
be recognized by anyone to have been unfair, and which it is pro- 
posed to continue so far as black bordered labels and round stop- 
pers of a very dark green color are concerned, should not, I think, 
avert an injunction. 

In this case, as in that against Vivaudou, an order may issue 
restraining defendants from dressing the containers, bottles and 
labels of its ““Narcisse de Vendome” perfumery, and from advertis- 
ing the same, in such manner as will be likely to cause its product 
to be mistaken for plaintiff's ““Narcisse Noir.” The change should 
be so radical as to furnish no reasonable excuse for the advertise- 
ment and display of defendant’s goods, as seems to have occurred, 
under the name of “Black Narcissus.” 


Bond will be fixed in the sum of $2,500. 


- 


Caron Corporation v. V. Vivaupou, Inc. 
United States District Court, Southern District of New York 
September 3, 1924 


Trape-Marks—Unrair Competition—“Briack Narcissus” For PEerFuMERY 

—Isatratine Distinctive Features or Lanet. 

While the word “Narcissus” may not be monopolized as a trade- 
mark for perfumery, the use by defendant of the words “Narcisse de 
Chine,” together with representations of a black narcissus and other 
striking features of plaintiffs label, in which the words “Black Narcis- 
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sus” appear as a trade-mark, was restrained by a preliminary injunc- 

tion. 

In equity. Suit to restrain unfair competition. Injunction 
granted. 


Evarts, Choate, Sherman & Leon, (Maurice Leon, Joseph H. 
Choate, Jr. and Asher Blum, of counsel) all of New York 
City, for plaintiff. 

Mark Eisner, (Harry D. Nims, and Minturn de 8S. Verdi 
and Irwin M. Berliner, of counsel) all of New York City, 
for defendant. 


Knox, D. J.: Upon a motion for preliminary injunction, I 
shall not hold that the word “Narcisse” or “Narcissus,” when em- 
ployed as the trade-mark for a perfume, even though it be regis- 
tered, is of such character as to give plaintiff an exclusive right 
to its use. 

So far as “Narcissus Noir’ or “Black Narcissus” is concerned, 
the situation is different. Granting that such trade-mark be valid, 
as is probable, defendant has not, in words, at least, infringed. 

There is good reason for belief that the present inundation of 
perfumery, bearing in one form or another, a brand containing 
the word “Narcissus” or its French equivalent, has back of it a 
design upon the part of plaintiff's competitors to ride the wave of 
popularity with which the consuming public has met the product 
marketed under the name “Narcisse Noir.” 

Even though it be true that competitors have used only the 
word “Narcisse’’ or “Narcissus,” they have made studious endeavor, 
I think, to assimilate the word “noir” or “black.” This they have 
done by means of featuring black colors upon the packages and 
bottles in which their own products are sold. A black narcissus, 
I am told, is unknown to botany. 

Nevertheless, upon the package in which defendant sells its 
perfume, known as “‘Narcisse de Chine,” the interior of the corona 
of each of the narcissus blossoms decorating the container is colored 


black. Portions of each calyx are also done in the same color. 


Black, too, dominates other parts of the decorative dressings, and 
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it is upon a black background that the words “Narcisse de Chine, 
Vivaudou” in gilt letters are to be found. 

The affidavits further show that defendant’s perfume, in one 
instance at any rate, has been confused by a purchaser with plain- 
tiff’s ‘““Narcisse Noir.” It also appears that a local drug store 
in a window display, took it upon itself to place upon a price card 
attached to defendant’s competing perfume a legend which read 
“Vivaudou’s Black Narcissus Perfume $1.00.” 

Defendant may be well advised in contending that plaintiff 
cannot indirectly secure a monoply of the word “Narcissus,” as is 
suggested may be its purpose in attempting to register trade-marks 
such as “Black Narcissus,’ “Blue Narcissus,’ “White Narcissus” 
and “Yellow Narcissus.” But, be that as it may, the trade-mark 
of “‘Narcisse Noir’ is now before me, and the right of plaintiff 
to its use is not seriously controverted. 

This being so, I think defendant should now be restrained 
from dressing the container bottles and labels of its “Narcisse de 
Chine” perfumery and from advertising the same in such manner 


as will be likely to cause its products to be mistaken for plaintiff's 
“Narcisse Noir.” The change from the present container should 
be so radical as to furnish no reasonable excuse for the advertise- 
ment and the display of the defendant’s goods under the name of 
“Black Narcissus.” 


Bond will be fixed in the sum of $2,500. 





